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Donoghue v. Allied Newspapers, Ltd.

COPYRIGHT

Donoghue v. Allied Newspapers, Ltd.
(1937) 3 Ch. D. 503

FARWELL, J. - The plaintiff, Mr. Stephen Donoghue, is a very well-known jockey, whose name,
I think one may say, is of value in the newspaper world, and whose reminiscences or adventures
may be of value, apart from any literary merit, or anything of that kind, owing to the fact that they
are the adventures of a person well known to the public. The plaintiff claims an injunction to
restrain the defendant company from printing, publishing, selling, or otherwise circulating certain
articles, and for damages for infringement of copyright. The defendant company seeks to resist that
claim upon three grounds: (i) that Mr. Donoghue was not and is not either the sole or the joint
owner of the copyright in the articles in question; (ii) that, under and by virtue of an agreement, the
copyright, if it was in Mr. Donoghue at all, was assigned by an equitable assignment to the
proprietors of the News of the World, and therefore is no longer in Mr. Donoghue; and (iii) that, if
there was any copyright in Mr. Donoghue, in fact he consented to the publication, although he
sought afterwards to recede from that position.

In 1931, the persons responsible for the Sunday paper, the News of the World, were minded to
publish in their paper a series of articles entitled “Steve Donoghue’s Racing Secrets”, and for that
purpose they employed a Mr. Felstead to act on their behalf. Mr. Felstead was described in the
witness-box as a free-lance journalist, and he is a person who has considerable experience and
knowledge of racing matters. He apparently knew Mr. Donoghue, and he got into touch with him,
and the result of it was that, on Apr. 4, 1931, the plaintiff entered into a contract with the News of
the World, in these terms:

I agree to supply the proprietors of the News of the World material for approximately 50,000
words relating to my experiences on the turf and other matters within my knowledge, for the
sum of £ 2,000, payment to be made as follows: £ 500 on the signing of this contract (receipt of
which I hereby acknowledge) and the remaining £ 1,500 when Mr. S.T. Felstead, acting on
behalf of the News of the World, has written up the material for publication and has it approved
by me for use and delivered the copy to you. In consideration of the above-mentioned
remuneration, I undertake that I will not in the course of completing this contract supply any
material for publication to any other newspaper firm whatsoever.

The contract is signed by the plaintiff over a 6d. stamp. The plaintiff and Mr. Felstead then
proceeded to carry out the work necessary to comply with the contract. Mr. Donoghue is the author
of a book published some years ago, but, notwithstanding that fact, I have formed the conclusion —
and I hope I am not doing him any injustice in saying this — that he is probably very much more
familiar with a race-horse than he is with a pen, and I doubt very much whether he would, unaided,
find it easy to write a series of articles for any newspaper at all. There is no doubt that Mr.
Donoghue himself did none of the actual writing of any of the articles which were published. The
course which was adopted was this: Mr. Felstead got into communication with the plaintiff on a
number of occasions, and the plaintiff on those occasions related to Mr. Felstead the various
adventures which he thought might be supplied to the News of the World. Mr. Felstead himself does
not write shorthand, and there is no evidence whatever that any of the information given by Mr.
Donoghue to Mr. Felstead was taken down in shorthand, or verbatim, or anything of that kind at all.
Mr. Felstead made notes as the conversations went on, and he then proceeded to write up the
articles required. When the article was in type, or in manuscript form, Mr. Felstead took it to the
plaintiff, and he read it over to him, and, from time to time, in going through the article, the
plaintiff thought that alterations were necessary or desirable, and such alterations were written in by
Mr. Felstead himself in the margin, but, as it appears, they were not always adopted in the ultimate
form, Mr. Felstead apparently, in some cases at any rate, preferring the original language to the
alterations which Mr. Donoghue suggested. However that may be, Mr. Donoghue undoubtedly
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Donoghue v. Allied Newspapers, Ltd.

read, or had read over to him, these articles from time to time, as and when they were prepared by
Mr. Felstead, and they may have been slightly altered as the result of suggestions made by him
when reading over, and they were then sent to the newspaper, and duly appeared.

There were several articles, and they appeared Sunday after Sunday in the News of the World.
They were entitled “Steve Donoghue’s Racing Secrets. Enthralling Stories of the Sport of Kings.”
The first one, which appeared on May 17, 1931, is entitled “My Greatest Derby. By Steve
Donoghue.” There follows an article which I hesitate to describe as literary, but at any rate it is an
article which is written in the modern language that one expects to find in papers of that kind.
Included in the article, there are the various stories and adventures which the plaintiff had told to
Mr. Felstead, given in many cases in the form of dialogues, and apparently they would seem, on the
face of them, to be more or less the dialogue, or intended to seem to be the dialogue, or the actual
conversations, which had taken place on these various occasions. The plaintiff was, of course, duly
paid the £ 2,000 which the News of the World contracted to pay him.

In 1936, Mr. Felstead was anxious to make some use of the articles which he had, with the
assistance of the plaintiff, supplied to the News of the World. Mr. William Lees was at that time
concerned in the publication of a paper known as Guides and Ideas, and Mr. Felstead suggested to
Mr. Lees that an article called “My Racing Secrets. By Steve Donoghue” would be suitable
material for that paper, the whole idea being that the original articles which had been supplied to
the News of the World should be used, but that they should be reduced in length, and that a certain
amount of new material should be inserted in them, so that the public might be induced to think that
they were something new. It was suggested to Mr. Lees that he should pay £ 150 for such an article.
The idea was not wholly unacceptable to Mr. Lees, and there was undoubtedly communication
between Mr. Felstead and the plaintiff as to the publication of such articles. There is a very acute
difference between the account given by Mr. Felstead and those given by the plaintiff and other
witnesses on his behalf, and I think it is right to say at once that I accept the evidence of Mr.
Donoghue, and that of the lady who was his secretary, in preference to that of Mr. Felstead, where
their evidence does not tally. I have no doubt whatever that the plaintiff was speaking the truth to
the best of his recollection in the witness-box, as was the secretary, and I do not accept the view
that he, Mr. Donoghue, ever agreed to accept £ 150, or £ 200, or any other sum, for the publication,
or the re-publication, of these articles in this particular paper. In fact he, Mr. Donoghue, at that time
had some mind to publish his own reminiscences, and there were some negotiations going on with
another paper with a view to those reminiscences being published, and he told me in the witness-
box, and I accept it, that he was not prepared to entertain the proposal of Mr. Felstead. Apparently,
Mr. Felstead either did not trouble his head very much about Mr. Donoghue’s consent, or he
thought that he could persuade him to give his consent, because he told Mr. Lees that he had got
Mr. Donoghue’s consent, and, so far as Mr. Less was concerned, he accepted Mr. Felstead’s word
for it. He made no inquiry of Mr. Donoghue, and I do not doubt that he thought he could safely
accept Mr. Felstead’s word in the matter. Mr. Felstead was paid £ 300 by Mr. Lees, and he
endeavoured to persuade Mr. Donoghue to accept part of that cheque in payment for any rights that
Mr. Donoghue had in regard to these articles, but that Mr. Donoghue refused to accept. He was not
prepared to take anything at all, or to have anything whatever to do with the matter, and, when
these articles duly appeared in the paper, he, through his solicitors, immediately complained. In
fact, when he complained, the further publication of the articles was stopped, and this action was
then commenced.

The first question that I have to determine is whether the plaintiff is or is not either the sole or
the joint owner of the copyright in these articles, that is to say, in the original articles which
appeared in the News of the World. If Mr. Donoghue has no copyright, either as sole owner or as
joint owner, in these articles, then of course this action necessarily fails, and it is unnecessary then
for me to consider the further question which I shall have to consider if that is not the position,
namely, as to the effect of the agreement of Apr. 4, 1931, and whether that agreement amounts to
an equitable assignment of Mr. Donoghue’s copyright to the News of the World. It is necessary, in
considering whether Mr. Donoghue is the owner or part owner of the copyright in this book, to see
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what it is in which a copyright exists under the Copyright Act, 1911. This, at any rate, is clear, and
one can start with this beyond all question, that there is no copyright in an idea, or in ideas. A
person may have a brilliant idea for a story, or for a picture, or for a play, and one which, so far as
he is concerned, appears to be original, but, if he communicates that idea to an author or a
playwright or an artist, the production which is the result of the communication of the idea to the
author or the artist or the playwright is the copyright of the person who has clothed the idea in a
form, whether by means of a picture, a play, or a book, and the owner of the idea has no rights in
that product. On the other hand, this, I think, is equally plain, that, if an author employs a shorthand
writer to take down a story which the author is composing, word for word, in shorthand, and the
shorthand writer then transcribes it, and the author then has it published, the author and not the
shorthand writer is the owner of the copyright. A mere amanuensis does not, by taking down word
for word the language of the author, become in any sense the owner of the copyright. That is the
property of the author. I think the explanation of that is this, that in which the copyright exists is the
particular form of language by which is conveyed the information which is to be conveyed. If the
idea, however brilliant and however clever it may be, is nothing more than an idea, and is not put
into any form of words, or any form of expression such as a picture or a play, then there is no such
thing as copyright at all. It is not until it is (if I may put it in that way) reduced into writing, or into
some tangible form, that you get any right to copyright at all, and the copyright exits in the
particular form of language in which, or, in the case of a picture, in the particular form of the
picture by which, the information or the idea is conveyed to those who are intended to read it or to
look at it.

In the present case, apart altogether from what one may call merely the embellishments, which
were undoubtedly supplied wholly by Mr. Felstead, the ideas of all these stories, and, in fact, the
stories themselves, were supplied by the plaintiff; but, in my judgment, upon the evidence, it is
plain that the particular form of language by which those stories were conveyed was the language
of Mr. Felstead and not that of the plaintiff. Although many of the stories were told in the form of
dialogue, and to some extent Mr. Felstead no doubt tried to reproduce the story as it was told to him
by the plaintiff, nevertheless the particular form of language in which those adventures or stories
were conveyed to the public was the language of Mr. Felstead, and not the language of Mr.
Donoghue. Evans v. Hulton (E.) & Co., Ltd. (1), is, I think, very near to the present case, and I feel
that, if I were to decide in favour of the plaintiff on this first point, I really should be disregarding
the decision of Tomlin, J., in that case. No doubt it is quite true, as Mr. Clark very ably pointed out,
that the facts are not on all fours, but, if one looks closely into the circumstances of the case before
Tomlin, J., I think one is driven to the conclusion that the principles upon which that judgment
turns are really the principles which I have to apply in this case. No doubt in that case the person
who supplied the information was a foreigner, and no doubt he did not convey the information in a
form which would have been at all adaptable to an article in a newspaper, and to that extent it may
be that the person who wrote it down and supplied the article had more to do, possibly, than in this
present case. But, as it seems to me, the principle upon which Tomlin, J., proceeded in that case is
the one which I am bound to apply here. What Tomlin, J., said at p. 56 was this:

One thing is reasonably plain, I think, that probably Mr. Zeitun would not himself claim that he
was capable of producing in the English tongue a literary work which would find a market. He
certainly agrees that he has never attempted to do so, and I should doubt his capacity to do so.
The fact that he is the subject-matter of the product in the sense that it is an incident from his
life, for which he provided the material, does not seem to me to make him in any sense the joint
author with Mr. Evans of the manuscript which was in fact written, and, upon the facts which I
have stated, I find that he did not take any part in producing the express matter which is the
original literary work, the subject-matter of copyright.

What I understand the judge to mean by “the express matter” is that which I have endeavoured
to define as the particular form of language in which the information is conveyed, and, although it
may be that, in the present case, the plaintiff could give more help to Mr. Felstead than Mr. Zeitun
could give, in Evans v. Hulton (E.) & Co., Ltd. (1), to the author of the manuscript, nevertheless,
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although Mr. Donoghue supplied all the substance of the articles, the articles themselves, and the
information which was in them, were conveyed in language which was the language of Mr.
Felstead, and for which Mr. Donoghue himself was not responsible.

I come to the conclusion, with some regret, that the plaintiff has failed to show that he is the
owner or part owner of the copyright in these articles. The articles in this paper Guide and Ideas
were published as being the adventures of Steve Donoghue, entitled “My Racing Secrets. By Steve
Donoghue”, and no doubt that was because, both in that case and in the earlier case, the persons
who are responsible for the papers desired to lead the public to believe that what they were reading
was something of which Steve Donoghue himself was the author, and I think it is probable that so
describing the articles does have the effect, under the Copyright Act, 1911, s. 6, of throwing the
onus, in a case of this kind, on the defendant company. But, notwithstanding that, it appears to me
that I am forced to come to the conclusion — although, as I say, rather unwillingly — that Mr.
Donoghue was not the author, or even the joint author, of the articles in the News of the World. It
must necessarily follow that he cannot sustain this action, and that the action fails, accordingly, and
must be dismissed with costs.
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University of London Press, Limited v. University Tutorial Press, Limited

University of London Press, Limited v. University Tutorial Press, Limited
(1916) 2 Ch. D. 601

The judgment is provided to understand the meaning of ‘original literary work’ as
enunciated by House of Lords in 1916, which meaning holds good even now.
Students are advised that there is no necessity to know the then provisions of UK
Law, instead we should see the provisions of Ss. 13 and 17 and provisos thereto,
as also S. 52 of the Copyright Act, 1957 (as amended till date). Vesting of copyright is
concerned with labour, skill and effort put in by the person creating the work based
on doctrine of sweat of the brow and not on novelty of ideas. The copyright subsists
only in expression.

PETERSON, J. — Examiners were appointed by London University for the
matriculation examinations to be held in September, 1915, and January and June, 1916. Prof.
Lodge and Mr. Jackson were appointed examiners for setting the examination papers in
mathematics.

Earlier in Feb 1915, the Senate of the University of London passed a resolution that “it be
made a condition of the appointment of every examiner that any copyright possessed by him
in examination papers prepared by him for the University shall be vested in the University, “
Enclosed was a copy of the resolution as to copy-right. The duties and salaries of the
examiners were fixed. The examiners were not on the staff of the University. They were
employed, for the particular examinations for which they were appointed, to prepare the
examination papers on the subjects in respect of which they were respectively appointed. The
papers were prepared in the examiners’ own time. They were free, subject to a syllabus and
having regard to the knowledge required from students, to choose their own questions. They
were paid a lump sum as salary. They were not bound to give their services exclusively to the
London University.

On July 26, 1915, the University entered into an agreement with the University of London
Press, Limited, the plaintiff company, by which it was agreed to assign and make over to the
Press Company all such copyright and rights of publication (if any) as the University might
have in such respective papers. The University of London Press, Limited, proceeded in
January to publish the examination papers for the examination of January, 1916.

The defendant company, the University Tutorial Press, Limited, issued a publication in
which were included sixteen out of forty-two matriculation papers of January, 1916. The
papers were not copied from the publication of the University of London Press, Limited, but
were taken from copies of the examination papers supplied by students. In addition to the
papers so published the University Tutorial Press, Limited, published in the same book the
answers to the questions in some of the papers, and, further, made some criticisms on the way
in which the papers had been set. On February 24, 1916, the University of London Press,
Limited, commenced this action against the Tutorial Press, Limited, for infringement of
copyright, and, on objection being taken that the plaintiff company was not entitled to sue,
Professor Lodge and Mr. Jackson were, joined as co-plaintiffs.

Clayton, K.C., and MacSwinney, for the plaintiffs. The title of the plaintiff company
depends on the agreement and the assignment. The agreement alone amounts to a good



University of London Press, Limited v. University Tutorial Press, Limited

equitable assignment — Ward, Lock & Co. v. Long [(1906) 2 Ch. 550] satisfying s. 5, sub-s. 2,
of the Copyright Act, 1911. The University had a good title to the copyright because the
examiners were in the employment of the University under a “contract of service” and the
papers were composed or compiled in the course of their employment, within s. 5, sub-s. 1(b):
Byrne v. Statist Co. [(1914) 1 K.B. 622, 627]: They took up their work, with notice of the
condition that the copyright was to belong to the University, without dissent. In any case,
Professor Lodge and Mr. Jackson are co-plaintiffs and the action can be maintained in respect
of their examination papers. The examination papers are subject-matter of copyright,
as “original literary work”, within s. 1, sub-s. 1. “Literary work” includes “compilations™: s.
35, sub-s. 1. The setting of the papers entailed the exercise of brainwork, memory, and
trained judgment, and even the selection of passage from other authors’ works involved careful
consideration, discretion, and choice. They constituted original literary work:

The examiners were appointed with the condition that the copyright shall vestin the
University, but the examiners had not signed or made an assignment in favour of University.

Maugham, K.C., and Macgillivray, for the defendants argue the plaintiff company has no
copyright. To maintain the action the plaintiff company must be either the author, the owner
under s. 5, sub-s. 1(b), or the assignee under s. 5, sub-s. 2.

XXX

PETERSON J. after stating the facts. The first question that is raised is, Are these
examination papers subject of copyright? Sect. 1, sub-s. 1, of the Copyright Act of 1911
(British) provides for copyright in “every original literary dramatic musical and artistic
work”, subject to certain conditions which for this purpose are immaterial, and the question is,
therefore, whether these examination papers are, within the meaning of this Act, original
literary works. Although a literary work is not defined in the Act, s. 35 states what the phrase
includes; the definition is not a completely comprehensive one, but the section is intended to
show what, amongst other things, is included in the description “literary work” and the words
are ‘Literary work’ includes maps, charts, plans, tables, and compilations.” [see inclusive
definition of literary work in s 2(o) of the Copyright Act,1957]

It may be difficult to define “literary work™ in the sense in which that phrase is applied,
for instance, to Meredith’s novels and the writings of Robert Louis Stevenson. In speaking of
such writings as literary works, one thinks of the quality, the style, and the literary finish
which they exhibit. Under the Act of 1842, which protected “books”, many things which had
no pretensions to literary style acquired copyright; for example, a list of registered bills of
sale, a list of foxhounds and hunting days, and trade catalogues; and I see no ground for
coming to the conclusion that the present Act was intended to curtail the rights of authors.

In my view the words “literary work” cover work which is expressed in print or writing,
irrespective of the question whether the quality or style is high. The word “literary” seems to
be used in a sense somewhat similar to the use of the word “literature” in political or
electioneering literature and refers to written or printed matter. Papers set by examiners are,
in my opinion, “literary work” within the meaning of the present Act.

Assuming that they are “literary work”, the question then is whether they are original.
The word “original” does not in this connection mean that the work must be the expression of
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original or inventive thought. Copyright Acts are not concerned with the originality of ideas,
but with the expression of thought, and, in the case of “literary work™, with the expression of
thought in print or writing. The originality which is required relates to the expression of the
thought. But the Act does not require that the expression must be in an original or novel form,
but that the work must not be copied from another work — that it should originate from the
author. In the present case it was not suggested that any of the papers were copied.

Professor Lodge and Mr. Jackson proved that they had thought out the questions which
they set, and that they made notes or memoranda for future questions and drew on those notes
for the purposes of the questions which they set. The papers which they prepared originated
from themselves, and were, within the meaning of the Act, original. It was said, however, that
they drew upon the stock of knowledge common to mathematicians, and that the time spent in
producing the questions was small. These cannot be tests for determining whether copyright
exists. If an author, for purposes of copyright, must not draw on the stock of knowledge
which is common to himself and others who are students of the same branch of learning, only
those historians who discovered fresh historical facts could acquire copyright for their works.
If time expended is to be the test, the rapidity of an author like Lord Byron in producing a
short poem might be an impediment in the way of acquiring copyright, and, the completer his
mastery of his subject, the smaller would be the prospect of the author’s success in
maintaining his claim to copyright. Some of the questions, it was urged, are questions in book
work, that is to say, questions set for the purpose of seeing whether the student has read and
understood the books prescribed by the syllabus.

But the questions set are not copied from the book; they are questions prepared by the
examiner for the purpose of testing the student’s acquaintance with the book, and in any case,
it was admitted that the papers involved selection, judgment, and experience. This objection
has not, in my opinion, any substance; if it had, it would only apply to some of the questions
in the elementary papers, and would have little, if any, bearing on the paper on advanced
mathematics. Then it was said that the questions in the elementary papers were of common
type; but this only means that somewhat similar questions have been asked by other
examiners. I suppose that most elementary books on mathematics may be said to be of a
common type, but that fact would not give impunity to a predatory infringer.

The book and the papers alike originate from the author and are not copied by him from
another book or other papers. The objections with which I have dealt do not appear to me to
have any substance, and, after all, there remains the rough practical test that what is worth
copying is prima facie worth protecting. In my judgment, then, the papers set by Professor
Lodge and Mr. Jackson are “original literary work” and proper subject for copyright under
the Act of 1911.

Ownership of Copyright

In the case the Lordships proceeded to discuss the next question is, in whom did the
copyright in the examination papers vest when they had been prepared? This problem must be
solved by the determination of the effect of s. 5 of the Act of 1911. The author, by that
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section, is the first owner of the copyright, subject only to the exception contained in the
Act. edited

[See s 17 and read it with 2(d) of the Indian Copyright Act, 1957. Apply various provisos

The proviso in s.17 clause (c) is most important. Clause (dd) about the work first
published under the direction and control of public undertakings which include Universities
needs to be seen.]

Result

The Question Papers were held to have copyright which vested in Professors as they
were not in contract of service. There was no effective assignment as stipulation of condition
in the contract cannot be said to be assignment. See s 18-19 of Indian Act. London University
had a right to obtain assignment from holders of copyright. The court issued injunction in
respect of those Question Papers whose copyright owners had joined as plaintiffs in
prosecuting Tutorial Press.

kosk sk ok ok
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Eastern Book Company v. D.B. Modak
2008 (36) PTC SC

P.P. NAOLEKAR, J. - 1.These appeals by special leave have been preferred against the
common judgment of a Division Bench of the High Court of Delhi involving the analogous
question and are, therefore, decided together by this judgment.

2. Appellant No. 1 Eastern Book Company is a registered partnership firm carrying on the
business of publishing law books. Appellant No. 2 EBC Publishing Pvt. Ltd. is a company
incorporated and existing under the Companies Act, 1956. The said appellants are involved in
the printing and publishing of various books relating to the field of law. One of the well-known
publications of appellant No. 1 Eastern Book Company is the law report ‘Supreme Court Cases’
(hereinafter called ‘SCC’). The appellant publishes all reportable judgments along with non-
reportable judgments of the Supreme Court of India. Yet another category included in SCC is
short judgments, orders, practice directions and record of proceedings. The law report SCC was
commenced in the year 1969 and has been in continuous publication ever since. The name
‘Supreme Court Cases’ has been coined by the appellants and they have been using the same
continuously, exclusively and extensively in relation to the law reports published by them. For
the purpose of publishing the judgments, orders and proceedings of the Supreme Court, the copies
of judgments, orders and proceedings are procured from the office of the Registrar of the
Supreme Court of India. After the initial procurement of the judgments, orders and proceedings
for publication, the appellants make copy-editing wherein the judgments, orders and record of
proceedings procured, which is the raw source, are copy-edited by a team of assistant staff and
various inputs are put in the judgments and orders to make them user friendly by making an
addition of cross-references, standardization or formatting of the text, paragraph numbering,
verification and by putting other inputs. The appellants also prepare the headnotes comprising of
two portions, the short note consisting of catch/lead words written in bold; and the long note,
which is comprised of a brief discussion of the facts and the relevant extracts from the judgments
and orders of the Court. Headnotes are prepared by appellant No. 3-Surendra Malik. As per the
said appellant (plaintiff No. 3 in the suits filed in the Delhi High Court), the preparation of the
headnotes and putting the various inputs in the raw text of the judgments and orders received
from the Supreme Court Registry require considerable amount of skill, labour and expertise and
for the said work a substantial amount of capital expenditure on the infrastructure, such as office,
equipment, computers and for maintaining extensive library, besides recurring expenditure on
both the management of human resources and infrastructural maintenance, is made by the
plaintiff-appellants. ~ As per the appellants, SCC is a law report which carries case reports
comprising of the appellants’ version or presentation of those judgments and orders of the
Supreme Court after putting various inputs in the raw text and it constitutes an “original literary
work’ of the appellants in which copyright subsists under Section 13 of the Copyright Act, 1957
(hereinafter referred to as ‘the Act’) and thus the appellants alone have the exclusive right to
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make printed as well as electronic copies of the same under Section 14 of the Act. Any scanning
or copying or reproduction done of or from the reports or pages or paragraphs or portions of any
volume of SCC by any other person, is an infringement of the copyright in SCC within the
meaning of Section 51 of the Act.

3. The defendant-respondent No. 2 Spectrum Business Support Ltd. (in Civil Appeal No.
6472/2004) has brought out a software called ‘Grand Jurix’ published on CD-ROMs and the
defendant-respondent No. 2 Regent Data Tech Pvt. Ltd. (in Civil Appeal No. 6905/2004) has
brought out software package called ‘The Laws’ published on CD-ROMs. As per the appellants,
all the modules in the defendant-respondents’ software packages have been lifted verbatim from
the appellants’ work; the respondents have copied the appellants’ sequencing, selection and
arrangement of the cases coupled with the entire text of copy-edited judgments as published in
the plaintiff-appellants’ law report SCC, along with and including the style and formatting, the
copy-editing paragraph numbers, footnote numbers, cross-references, etc.; and such acts of the
defendant-respondents constitute infringement of the plaintiff-appellants’ exclusive right to the
same.

4. The plaintiff-appellants herein moved the Court for temporary injunction by filing
applications in Suit No.758/2000 against Spectrum Business Support Ltd. and in Suit No.
624/2000 against Regent Data Tech Pvt. Ltd. before a learned Single Judge of the High Court of
Delhi. The interim orders of injunction were passed in the suits from time to time. However, the
defendant-respondents filed application for vacation of the stay order. By a common judgment
dated 17.1.2001, the Single Judge of the High Court dismissed the appellants’ applications for
interim injunction and allowed the respondents’ application for vacation of stay. However,
before the Single Judge, the respondents conceded that the appellants have copyright in the
headnotes and as such they undertook not to copy these headnotes in their CD-ROMs.

5. Aggrieved by the said order dated 17.1.2001 refusing to grant interim injunction, the
appellants preferred appeals before a Division Bench of the Delhi High Court and the
applications praying for interim relief were also filed in both the appeals. The applications
praying for the interim relief were disposed of by the Division Bench on 9.3.2001 directing that
during the pendency of the appeals the respondents will be entitled to sell their CD-ROMs with
the text of the judgment of the Supreme Court along with their own headnotes which should not
in any way be a copy of the headnotes and the text of the plaintiff-appellants.

6. The Division Bench of the Delhi High Court heard the matters finally and has held that
the appellants are not right in submitting that although the respondents have a right to publish the
raw judgments they could do so only after obtaining the same from the original source, i.e. after
obtaining certified copy of the judgment. The Division Bench did not agree with the submission
of the appellants that by making certain corrections in the judgments or putting paragraph
numbers or arranging the said judgments in a particular manner while printing, the appellants can
claim that the copy-edited judgments become their ‘original literary work’. If the right of a
person like the appellants who are merely reporting the judgments of the courts is stretched to this
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extent, then after a judgment is reported by a particular journal, others would be barred from
doing the same and the very purpose of making these judgments in public domain, therefore,
would be frustrated. = The Court has further held that the appellants are not the author of the
Supreme Court judgments and by merely making certain corrections therein or giving paragraph
numbers, the character of a judgment does not change and it does not become materially different
from the original judgment. Once a person has a right to obtain certified copy of the judgment
from the Registry of the Court and to publish it, it cannot be said that he has no right to take text
of the judgment from the journal where it is already reported. The act of reproduction of any
judgment or order of the Court, Tribunal or any other judicial authority under Section 52(1)(q) of
the Act, is not an infringement of the copyright. Any person can, therefore, publish judgments of
the Courts. The appellants may have happened to have first published the judgments, but the
same will not mean that they can have a copyright therein. It is the considered opinion of the
Division Bench that no person can claim copyright in the text of the judgment by merely putting
certain inputs to make it user friendly. The appellants cannot claim copyright in the judgment of
the Court. But it has been held by the Court that reading the judgment and searching the
important portions thereof and collecting sentences from various places for the purposes of
making headnotes would involve labour and skill; and that there is originality and creativity in
preparation of the headnotes, but not when they are verbatim extracts from the judgment and,
therefore, there would be copyright in the headnotes to the judgments prepared by the appellants.
So far as footnotes and editorial notes are concerned, it cannot be denied that these are the
publisher’s own creations and based on publisher’s own research and thus will have a copyright
of the appellants. The Division Bench modified the judgment of the Single Judge by directing the
respondents that they shall be entitled to sell their CD-ROMs with the text of the judgments of the
Supreme Court along with their own headnotes, editorial notes, if any, which should not in any
way be copy of the headnotes of the appellants. The respondents shall also not copy the footnotes
and editorial notes appearing in the journal of the appellants. Thus, the Court has not accepted
the case of the appellants that they have a copyright in the copy-edited judgments of the Supreme
Court. Aggrieved by the decision of the Division Bench of Delhi High Court, the appellants have
filed these appeals by special leave.

7. The appellants have claimed that the copyright subsists in SCC as a law report as a whole
based cumulatively and compendiously on all the substantial contributions of skill, labour and
capital in the creation of various parts of SCC, i.e., headnotes, editorial notes, footnotes, the
version of the copy-edited text of judgments as published in the appellants’ law report SCC, the
selection of cases as published in SCC, the sequence and arrangement of cases as published in
SCC and the index, table of cases, etc. which are published in each volume of SCC, that give it
the SCC volumes and thereby complete SCC set, its character as a work as a whole. The
appellants claim that the copyright subsists in the copy-edited version. The appellants do not
claim copyright in the raw text of the judgments, certified copies of which are obtained from the
Registry. The appellants do not claim a monopoly in publishing judgments of the Supreme Court
as they are being published by other publishers also without copying from each other publication.
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The appellants claim that their copyright is in the copy-edited version of the text of judgments as
published in SCC which is a creation of the appellants’ skill, labour and capital and there are
contributions/inputs/ additions of the appellants in creating their version of the text of judgments
as published in SCC. The appellants placed before us the following contributions, inputs and
additions made by them to the text in the certified copies of the judgments received by them from
the Registry. The appellants assert that originality inheres in the following aspects of its editorial
process which are selected, coordinated and arranged in such a way that the resulting work as a
whole constitutes an original work of the appellants.

MATTER ADDED PER SE TO THE RAW TEXT OF THE JUDGMENTS —

1. Cross-citations are added to the citations(s) already given in the original text. Examples
deleted

2. (a) Names of cases and cross-citations are added where only the citation of the case is
given in the original text. Examples Deleted.

2(b). Citations and cross-citations are added where only name of the case is given in the
original text. Examples Deleted.

2(c). Citation inserted in case-history where only the title and year of the impugned/earlier
orders are given. Examples Deleted.

3. SCC style of presenting (repeatedly) cited cases
4. a) Precise references to quoted matter are provided.

b. The exact page and paragraph number as in the original treatises/reference material is
inserted.

5. Margin headings are added to quoted extracts from statutes/rules etc. when missing.

6. Number of the section/rule/article/paragraph is added to the extract quoted in the original
text

7. Phrases like ‘concurring’, ‘partly concurring’, ‘partly dissenting’, ‘dissenting’,
‘supplementing’, ‘majority expressing no opinion’ etc. are added to the original text.

8. Judges on whose behalf opinion given: Expression such as ‘for himself and Pathak, C.J.,
or ‘Fazal Ali and Ranganath Mishra, JJ.” etc. are added to the original text.

9. Existing paragraphs in the original text are broken up and separate paragraph numbers are
given.

MATTER ADDED UPON VERIFICATION

10. Internal referencing: Use of paragraph numbering for internal referencing within a
judgment.

11. Verification of first word of quoted extract and emphasis supplied on verification.

12. Ellipsis “.” is added to indicate breaks in quoted extract.
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13. Matter inadvertently missed in quoted extracts is supplied.
14. Incomplete/incorrect case names or citations are completed/corrected.
15. Other corrections

16. Text has been changed as per corrigenda issued, which have been issued upon SCC
Editor’s request and suggestions.

OTHER ADDITIONS/INSERTIONS MADE TO THE RAW TEXT
17. Compressing/simplification of information relating to case history.
18. There are certain norms followed at SCC for giving case names.

19. Words like ‘Section’, ‘Sec.’, ‘Rule’ etc. are omitted, and only the number of the
Section/Rule is given at the beginning of the quoted extract.

20. Margin heading and the first clause/sub-section or initial matter of section/rule etc. is
made to ‘run-on’, instead of being let to start from a fresh line.

21. Compressing of unquoted referends and use of *** for such parts.

9

22. Series of dots in the raw texts (i.e., “..”) are replaced with ellipsis (i.e.,).

23. Removal of abbreviations: sec., R. and cl. are substituted respectively with ‘Section’,
‘Rule’ or ‘clause’.

24. Hyphenation has been added after the section/rule numbers, which have alphabets,
suffixed to them.

25. Indentation
26. Removal of full stops or removal of word ‘No.’.
27. Giving full forms of abbreviations to enhance readability and clarity.

Note: Please see Original Text for examples of the above points 1-27. The examples
have been deleted here.

8. The copyright protection finds its justification in fair play. When a person produces
something with his skill and labour, it normally belongs to him and the other person would not
be permitted to make a profit out of the skill and labour of the original author and it is for this
reason the Copyright Act, 1957 gives to the authors certain exclusive rights in relation to the
certain work referred in the Act. The object of the Act is to protect the author of the copyright
work from an unlawful reproduction or exploitation of his work by others. Copyright is a right to
stop others from exploiting the work without the consent or assent of the owner of the copyright.
A copyright law presents a balance between the interests and rights of the author and that of the
public in protecting the public domain, or to claim the copyright and protect it under the
copyright statute. One of the key requirements is that of originality which contributes, and has a
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direct nexus, in maintaining the interests of the author as well as that of public in protecting the
matters in public domain. It is a well-accepted principle of copyright law that there is no
copyright in the facts per se, as the facts are not created nor have, they originated with the author
of any work which embodies these facts. The issue of copyright is closely connected to that of
commercial viability, and commercial consequences and implications.

9. Deleted

10. In the present case, the questions which require determination by the Court are : (1)
What shall be the standard of originality in the copy-edited judgments of the Supreme Court
which is a derivative work and what would be required in a derivative work to treat it the original
work of an author and thereby giving a protected right under the Copyright Act, 1957 to the
author of the derivative work ? and (2) Whether the entire version of the copy-edited text of the
judgments published in the appellants’ law report SCC would be entitled for a copyright as an
original literary work, the copy-edited judgments having been claimed as a result of inextricable
and inseparable admixture of the copy-editing inputs and the raw text, taken together, as a result
of insertion of all SCC copy-editing inputs into the raw text, or whether the appellants would be
entitled to the copyright in some of the inputs which have been put in the raw text ?

11. Copyright is purely a creation of the statute under the 1957 Act. What rights the author
has in his work by virtue of his creation, are defined in Sections 14 and 17 of the Act. These are
exclusive rights, but subject to the other provisions of the Act. In the first place, the work should
qualify under the provisions of Section 13, for the subsistence of copyright. Although the rights
have been referred to as exclusive rights, there are various exceptions to them which are listed in
Section 52.

12. We are mainly concerned for the purpose of these appeals with Sections 2 [clauses (k),
(0), (0], 13(1), 14(1)(a), 17, proviso (d) and 52(1)(q)(iv) of the Copyright Act, 1957. .... Deleted

13. Subject to the provisions of Section 13 and the other provisions of the Act, there shall be
a copyright throughout India in original literary work, dramatic, musical and artistic works,
cinematograph films and sound recording, subject to the exceptions provided in sub- sections (2)
and (3) of Section 13. For copyright protection, all literary works have to be original as per
Section 13 of the Act. Broadly speaking, there would be two classes of literary works : (a)
primary or prior works: These are the literary works not based on existing subject-matter and,
therefore, would be called primary or prior works; and (b) secondary or derivative works: These
are literary works based on existing subject-matter. Since such works are based on existing
subject-matter, they are called derivative work or secondary work. Work is defined in Section
2(y) which would be a literary, dramatic, musical or artistic work; a cinematograph film; and a
sound recording. Under Section 2(0), literary work would include computer programmes, tables
and compilations including computer databases. For the purposes of the Act, Section 14(1)
enumerates what shall be a copyright which is an exclusive right, subject to the provisions of the
Act, to do or authorize the doing of the acts provided in clauses (i) to (vii) in respect of a work or
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any substantial part thereof in the case of a literary, dramatic or musical work, not being a
computer programme. Section 2(k) defines the “government work’ which would be a work which
is made or published by or under the direction or control of, amongst others, any Court, Tribunal
or other judicial authority in India. By virtue of this definition, the judgments delivered by the
Supreme Court would be a government work. Under Section 17(d), the Government shall, in the
absence of any agreement to the contrary, be the first owner of the copyright in a government
work. In the absence of any agreement to the contrary, the government shall be the first owner of
the copyright in the judgments of the Supreme Court, the same being a government work under
Section 2(k). Section 52(1) expressly provides that certain acts enumerated therein shall not
constitute an infringement of copyright and sub-clause (iv) of clause (q) excludes the
reproduction or publication of any judgment or order of a Court, Tribunal or other judicial
authority, unless the reproduction or publication of such judgment or order is prohibited by the
Court, the Tribunal or other judicial authority from copyright. The judicial pronouncements of the
Apex Court would be in the public domain and its reproduction or publication would not infringe
the copyright. The reproduction or publication of the judgments delivered by the Supreme Court
by any number of persons would not be infringement of a copyright of the first owner thereof,
namely, the Government, unless it is prohibited. The question, therefore, is whether by
introducing certain inputs in a judgment delivered by a court it becomes ‘original copy-edited
judgment’ and the person or authority or company who did so could claim to have embodied the
originality in the said judgment and the judgment takes the colour of original judgment having a
copyright therein of its publisher.

14.In many cases, a work is derived from an existing work. Whether in such a derivative
work, a new copyright work is created, will depend on various factors, and would one of them be
only skill, capital and labour expended upon it to qualify for copyright protection in a derivative
literary work created from the pre-existing material in the public domain, and the required
exercise of independent skill, labour and capital in its creation by the author would qualify him
for the copyright protection in the derivative work. Or would it be the creativity in a derivative
work in which the final position will depend upon the amount and value of the corrections and
improvements, the independent skill & labour, and the creativity in the end-product is such as to
create a new copyright work to make the creator of the derivative work the author of it; and if not,
there will be no new copyright work and then the original author will remain the author of the
original work and the creator of the derivative work will have been the author of the alterations or
the inputs put therein, for their nature will not have been such as to attract the protection under
the law of copyright.

15.1t is submitted by Shri Raju Ramachandran, learned senior counsel for the appellants that
Section 52(1)(q)(iv) of the Act does not bar the recognition of copyright in the copy-edited
version of the text of judgments of the courts as published in law reports. The Government is the
first owner of copyright in the judgments of the courts as per Section 2(k) read with Section 17
and Section 52(1)(q)(iv) of the Act provides that any person wanting to reproduce or publish
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judgments would not infringe the copyright of the Government, but Section 52(1)(q)(iv) does not
imply that in case a person has expended independent skill, labour and capital on the judgments
of the courts to create and publish his version of the judgments, any other person is free to copy
that person’s version of the judgments, substantially or in its entirely. Copyright subsists in the
copy-edited version of the text of judgments of the courts as published in law reports, which have
been created by the application of skill, labour and capital which is not trivial or negligible. The
inputs put in the copy-edited judgments in SCC, is a derivative literary work created from pre-
existing material of the judgments of the court which is in public domain. The exercise of
independent skill, labour and capital in its creation by the author of such work, and the derivative
literary work created by the expenditure of the independent skill, labour and capital of the
appellants gives them copyright in such creations. It is not necessary that work created should
have a literary merit. The courts can only evaluate whether the skill, labour and capital actually
employed, required in creating the work, is not trivial or negligible. It is further urged by the
learned senior counsel that in deciding whether a derivative work qualifies for copyright
protection, it must be considered as a whole, and it is not correct to dissect the work into
fragments and consider the copyrightability of each such fragment piecemeal and individually
apart from the whole. He submits that the respondents if wish to reproduce or publish a work
already in public domain is obliged to go to the public domain/common source of such work
rather than misappropriating the effort and investment of the appellants by copying the version of
such work which was created by them by independent expenditure of skill, labour and capital. To
buttress his submissions, the learned senior counsel placed reliance on various foreign judgments
and judgments of the Indian High Courts which are considered hereinafter.

Sweat of the Brow
English Cases

16. Ladbroke (Football) Ltd. v. William Hill (Football) Ltd., [1964] 1 WLR 273 (HL), is a
case where the concept of originality was considered on the basis of skill, judgment and/or labour
in the context of compilation. Since 1951 the respondents, who were well-known bookmakers,
had sent their customers each week fixed odds football betting coupons arranged in a certain
general form. In 1959 the appellants, who were also bookmakers, started sending out coupons
closely resembling the respondents’ coupons. A coupon was a sheet of paper on which were
printed several lists of forthcoming matches. Beside each list were columns of squares on which
the punter could indicate his forecast of the result of each match. Some of the lists included all the
matches to be played; others included only a selection of them. The bets varied in character. A
great variety of bets was offered and the odds offered differed widely from 5-2 to 20,000-1. The
respondents’ coupon contained 16 lists, each with an appropriate name. The appellants’ coupon,
which contained 15 lists, closely resembled the respondents. The lists offered by the appellants
were almost identical with those offered by the respondents in their corresponding lists. The
respondents brought action claiming copyright in the coupons. The House of Lords was called
upon to determine whether or to what extent copyright attached to these coupons. The
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respondents said that a coupon must be regarded as a single work and that as such it was
protected by copyright. The appellants sought to dissect the coupon. It was contended by the
respondents that there had been a breach of copyright by the appellants, since the respondents’
compilation, which must be regarded as a single work, was original and protected by copyright
and the part taken by the appellants from the respondents’ work was substantial. It did not follow
that because the fragments of the compilation, taken separately, would not be copyright, the
whole could not be copyright. It was submitted by the appellants that the derivative work of the
respondents not being original, no copyright can be claimed and the inputs put, if considered
separately, are of insignificant value and thus the respondents could not claim copyright. The
word “original’ does not mean that the work must be the expression of original or inventive
thought. Copyright Acts are not concerned with the originality of ideas, but with the expression of
thought, and in the case of literary work, with the expression of thought in print or writing. The
originality which is required relates to the expression of the thought. But the Act does not require
that the expression must be in an original or novel form, but that the work must not be copied
from another work - that it should originate from the author; and as regards compilation,
originality is a matter of degree depending on the amount of skill, judgment or labour that has
been involved in making the compilation. The words ‘literary work’ cover work which is
expressed in print or writing irrespective of the question whether the quality or style is high. The
commonplace matter put together or arranged without the exercise of more than negligible work,
labour and skill in making the selection will not be entitled to copyright. The word ‘original’
does not demand original or inventive thought, but only that the work should not be copied but
should originate from the author. In deciding, therefore, whether a work in the nature of a
compilation is original, it is wrong to consider individual parts of it apart from the whole. For
many compilations have nothing original in their parts, yet the sum total of the compilation may
be original. In such cases the courts have looked to see whether the compilation of the unoriginal
material called for work or skill or expense. If it did, it is entitled to be considered original and to
be protected against those who wish to steal the fruits of the work or skill or expense by copying
it without taking the trouble to compile it themselves. In each case, it is a question of degree
whether the labour or skill or ingenuity or expense involved in the compilation is sufficient to
warrant a claim to originality in a compilation.

17.While considering the question whether the copyright protection is available to the work
created as a whole or the fragment of the work would be considered piecemeal and individually
apart from the whole, the House of Lords said as under:

“ .. One test may be whether the part which he has taken is novel or striking, or is merely
a commonplace arrangement of ordinary words or well-known data. So, it may sometimes be a
convenient short cut to ask whether the part taken could by itself be the subject of copyright. But,
in my view, that is only a short cut, and the more correct approach is first to determine whether
the plaintiffs’ work as a whole is “original’ and protected by copyright, and then to inquire
whether the part taken by the defendant is substantial. A wrong result can easily be reached if one
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begins by dissecting the plaintiffs’ work and asking, could section A be the subject of copyright
if it stood by itself, could section B be protected if it stood by itself, and so on. To my mind, it
does not follow that, because the fragments taken separately would not be copyright, therefore,
the whole cannot be. .”

18.In the case of Walter and Another v. Lane, [1900] AC 539 (HL), the Earl of Rosebery
on five occasions in 1896 and 1898 delivered to the public audience speeches on subjects of
public interest. The Reporter of “The Times’ took down the speeches in shorthand, wrote out their
notes, corrected, revised and punctuated them and the reports were published in “The Times, the
speeches being given verbatim as delivered by Lord Rosebery. The reporters were employed
under the terms that the copyright in all reports and articles composed by “"The Time’ magazine
should belong to the proprietors. In the year 1899, the respondent published a book called
‘Appreciations and Addresses: Lord Rosebery’, which contained the reports of the above
speeches of Lord Rosebery and it was admitted that these reports were taken from the reports in
“The Times’. Lord Rosebery made no claim. The appellants brought an action against the
respondent claiming a declaration that a copyright of the articles and reports was vested in the
proprietors of “The Times’. The issue involved in the case was whether a person who makes
notes of a speech delivered in public, transcribes them and publishes in the newspaper a verbatim
report of the speech, is the author of the report within the meaning of the Copyright Act, 1842,
and is entitled to the copyright in the report. The House of Lords held that each reporter is
entitled to report and each undoubtedly would have a copyright in his own published report. It
was of course open to any other reporter to compose his own report of Lord Rosebery’s speech,
and to any other newspaper and book to publish that report; but it is a sound principle that a man
shall not avail himself of another’s skill, labour and expense by copying the written product
thereof; and copyright has nothing to do with the originality or the literary merits of the author or
composer. It may exist in the information given by a street dictionary. If a person chooses to
compose and write a volume devoid of the faintest spark of literary or any other merit, there is no
legal reason why he should not, if he desires, become the first publisher of it and register his
copyright, worthless and insignificant as it would be.

19.1n the case of Designers Guild Ltd. v. Russell Williams (Textiles) Ltd., [2000] 1 WLR
2416 (HL), the plaintiff brought proceedings claiming that the defendant had infringed the
plaintiff’s copyright by copying one of its fabric designs, i.e. for the fabric design Ixia. The
infringement of which the plaintiff complained was that for the purpose of creating its own design
Marguerite by the defendant. The defendant had copied a substantial part of Ixia. There were
mainly two main issues at the trial. First, what, if anything had the designer of Marguerite copied
from Ixia. Secondly, did what had been copied amount to ‘the whole or a substantial part’ of Ixia?
It was said by the House of Lords that the law of copyright rests on a very clear principle that
anyone who by his or her own skill and labour creates an original work of whatever character
shall enjoy an exclusive right to copy that work. No one else may for a season reap what the
copyright owner had sown.
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20. Unipversity of London Press Limited v. University Tutorial Press Limited, [1916] 2 Ch
601, is perhaps the most cited judgment regarding originality. Originality was held to be not
required to be novel form but the work should not be copied from other work, that is, it should be
original. .Facts Deleted.

21.In Kelly v. Morris, (1866) LR 1 Eq. 697, School of thought propounded is that, at least
in respect of compilations, only time and expenses are necessary which is ‘industrious collection’.
The plaintiff was the owner and publisher of the first directory. The defendant came out with
another directory. The plaintiff sought an injunction against the defendant to restrain the
publication of the defendant’s directory on the allegations that the defendant was guilty of
appropriating the information contained in the plaintiff’s directory and obtained the benefit of
many years of incessant labour and expense. The defendant, on the other hand, contended that
there had been no unfair or improper use of the plaintiff’s work. Information which was given in
the plaintiff’s directory was entitled to be used and adopted as long as he did not servilely copy it.
The defendant had bestowed his independent time, labour and expense on the matter and thus had
in no way infringed the copyright of the plaintiff. Granting injunction, the Court held that in the
case of a directory when there are certain common objects of information which must, if
described correctly, be described in the same words, a subsequent compiler is bound to set about
doing for himself that which the first compiler has done. In case of a road-book, he must count
the milestones for himself. In the case of a map of a newly discovered island he must go through
the whole process of triangulation just as if he had never seen any former map, and, generally he
is not entitled to take one word of the information previously published without independently
working out the matter for himself, so as to arrive at the same result from the same common
sources of information, and the only use that he can legitimately make of a previous publication is
to verify his own calculations and results when obtained. = The compiler of a directory or
guidebook, containing information derived from sources common to all, which must of necessity
be identical in all cases if correctly given, is not entitled to spare himself the labour and expense
of original inquiry by adopting and re-publishing the information contained in previous works on
the same subject.

22.In the case of Parry v. Moring and Gollancz, Cop Cas (1901-1904) 49, the plaintiff,
after obtaining permission from the representatives of the owner of certain letters, updated,
chronologically arranged and translated them into modern English for their inclusion in his book.
Later, the defendant published, as one of the series, an edition of the letters prepared by the
plaintiff. The plaintiff, therefore, brought an action against the defendant alleging infringement of
his copyright. The plaintiff maintained his copyright in his version of the text apart from the
copyright in the text. It was held that there is copyright in the work of editing the text of a non-
copyright work. The editor of a non-copyright work is not entitled to take the text from the
edition of a rival editor and use it as a copy for the purpose of his own work.

Indian Cases
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23.In Gopal Das v. Jagannath Prasad and Another, AIR 1938 All. 266, the plaintiffs were
the printers and publishers of the books. The book titled ‘Sachitra Bara Kok Shastra’ was printed
for the first time in 1928 and had run into four editions since. The defendants printed and
published another book titled ‘Asli Sachitra Kok Shastra’ in 1930. The plaintiffs’ case was that
the book published by the defendants was a colourable imitation of their book and an
infringement of plaintiffs’ copyright. It was held by the Court that the plaintiffs compiled their
book with considerable labour from various sources and digested and arranged the matter taken
by them from other authors. The defendant instead of taking the pains of searching into all the
common sources and obtaining his subject matter from them, obtained the subject matter from the
plaintiffs’ book and availed himself of the labour of the plaintiffs and adopted their arrangement
and subject matter and, thus, such a use of plaintiffs’ book could not be regarded as legitimate. It
was held that a person whose work is protected by copyright, if he has collected the material with
considerable labour, compiled from various sources of work in itself not original, but which he
has digested and arranged, the defendant could not be permitted to compile his work of like
description, instead of taking the pains of searching into all the common sources and obtaining
the subject-matter from them and to adopt his arrangement with a slight degree of colourable
variation thereby saving pains and labour which the plaintiff has employed. The act of the
defendant would be illegitimate use. The Court held that no one is entitled to avail himself of the
previous labour of another for the purpose of conveying to the public the same information,
although he may append additional information to that already published.

24.In V. Govindan v. E.M. Gopalakrishna Kone and Another, AIR 1955 Madras 391, the
respondents had published an English-English Tamil Dictionary in 1932. The appellants were the
publishers of similar Dictionary in 1947. An action was brought regarding the publication and
sale of the dictionary by the appellants which was alleged to be constituting an infringement of
the respondents’ copyright. The lower court went through both the books minutely and found,
page after page, word after word, slavishly copied, including the errors, and found the sequence,
the meanings, the arrangement and everything else practically the same, except for some
‘deliberate differences’ introduced here and there to cover up the piracy’. The High Court
referred to Copinger and James on Law of Copyright  wherein the law has been neatly
summarized that : ‘In the case of compilations such as dictionaries, gazetteers, grammars, maps,
arithmetic, almanacs, encyclopaedias and guide books, new publications dealing with similar
subject-matter must of necessity resemble existing publications, and the defence of ‘common
source’ is frequently made where the new publication is alleged to constitute an infringement of
an earlier one.” The Court held that in law books and in books as mentioned above there is very
little amount of originality but the same is protected by law and ‘no man is entitled to steal or
appropriate for himself the result of another’s brain, skill or labour even in such works.” The
Court further clarified that where there is a ‘common source’, the person relying on it must prove
that he actually went to the common source from where he borrowed, employing his own skill,
labour and brains and that he did not merely copy.
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25. In C. Cunniah & Co. v. Balraj & Co., AIR 1961 Madras 111, the appellant firm was
carrying on the business in pictures, picture frames, etc. One Sri T.M. Subramaniam drew a
picture of Lord Balasubramanya and gave it the title of Mayurapriya and a copyright was
assigned to the appellant. It came to the knowledge of the appellant firm that the respondent firm
was printing and selling copies of a close and colourable imitation of the appellant’s picture under
the style of Bala Murugan. The case of the defence was that their picture was an independent
production and that the appellant had not acquired copyright in the picture and the subject dealt
with in that picture was a common subject, in which no copyright could be acquired by anyone.
The Court held that in order to obtain copyright production for literary, domestic, musical and
artistic works, the subject dealt with need not to be original, nor the ideas expressed be something
novel. What is required is the expenditure of original skill or labour in execution and not
originality of thought.

26. In Agarwala Publishing House v. Board of High School and Intermediate Education
and Another, AIR 1967 All. 91, a writ petition was filed by a publisher firm challenging an
amendment of the Regulations of the Board declaring that copyright of the question papers set at
all examinations conducted by the Board shall vest in the Board and forbidding the publication of
such question papers without the Board’s permission. The question involved in the case was
whether the question papers are “original literary work’ and come within the purview of Section
13 of the Copyright Act, 1957. It was urged that no copyright can exist in examination papers
because they are not ‘original literary work’. It was held that the ‘original literary works referred
to in Section 13 of the Copyright Act, 1957, are not confined to the works of literature as
commonly understood. It would include all works expressed in writing, whether they have any
literary merits or not. This is clear from the definition given in Section 2(o) of the Act which
states that literary work includes tables and compilations. The Court further held that the word
‘original’ used in Section 13 does not imply any originality of ideas but merely means that the
work in question should not be copied from some other work but should originate in the author,
being the product of his labour and skill.

27. In the case of Gangavishnu Shrikisondas v. Moreshvar Bapuji Hegishte and Others,
ILR 13 Bom 358, the plaintiff, a book seller, in 1984 brought out a new and annotated edition of a
certain well-known Sanskrit work on religious observances entitled ‘Vrtraj’, having for that
purpose obtained the assistance of the pandits, who re-cast and re-arranged the work, introduced
various passages from other old Sanskrit books on the same subject and added footnotes. Later
on, the defendant printed and published an edition of the same work, the text of which is identical
with that of the plaintiff’s work, which moreover contained the same additional pages and the
same footnotes, at the same places, with many slight differences. The foundation of both
plaintiff’s and defendant’s books is an old Sanskrit work on Hindu ceremonial, which could have
been published by anyone. The copyright claimed by the plaintiff was on the additions and
alterations to the original text, which the parties admit to be material and valuable, and in which
the copyright is claimed of its prior publication. The defendants argued that there was nothing
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really original in the plaintiff’s book and, therefore, he was not entitled to copyright in the book.
It was held by the Court that a new arrangement of old matters will give a right to the protection
afforded by the law of copyright. If anyone by pains and labour collects and reduces it as a
systematic compilation in the form of a book it is original in the sense that that entitles the
plaintiff to the copyright. The plaintiff worked for such a new arrangement of old matters as to
be an original work and was entitled to the protection; and that as the defendants had not gone to
independent sources of the material but had pirated the plaintiff’s work, they were restrained by
injunction.

28. In Rai Toys Industries and Others v. Munir Printing Press, 1982 PTC 85, the plaintiff
had published a Tambola ticket book containing 1500 different tickets in 1929. The plaintiffs
alleged that the defendants had brought out another ticket book which the plaintiffs claimed to
have written in 1929 and registered as copyright. The ticket book brought out by the defendants
was alleged to contain 600 different tickets and the same had been copied identically from the
books of the plaintiff. On this basis, a suit for injunction and rendition of account was filed by the
plaintiff. The question before the court was whether the ticket-books in the form of tables
constitute literary work; and whether copyright has been violated or not? It was held by the High
Court that preparation of tickets and placing them in tables required a good deal of skill and
labour and would thus satisfy the test of being original literary work. It was recognized that the
arrangement of numbers is individual work of a person who prepares it; it bears his individuality
and long hours of labour. It is not information which could be picked up by all and sundry. The
preparation of tickets is an individualized contribution and the compilation eminently satisfies the
test of being an original literary work. Hence it was held to be a clear case of copyright violation
when the defendant decided to pick and choose 600 tables on the sly and publish them as his
individual work.

29. In Macmillan and Another v. Suresh Chandra Deb, ILR 17 Cal 952, the plaintiffs were
proprietors of the copyright of a selection of songs and poems composed by various authors,
which was published in 1861. In 1889, the defendants published a book containing same
selection of poems and songs as was contained in plaintiff’s book, the arrangement, however,
being different. The plaintiffs claimed copyright in the selection made by them. The defendants,
on the other hand, contended that there could be no copyright in such selection. The Court held
that in the case of works not original in the proper sense of the term, but composed of, or
compiled or prepared from material which are open to all, the fact that one man has produced
such a work does not take away from anyone else the right to produce another work of the same
kind, and in doing so to use all the materials open to him. But, as the law is concisely stated by
Hall, V.C., in Hogg v Scott, L.R. 18 Eq. 444, , ‘the true principle in all these cases is, that the
defendant is not at liberty to use or avail himself of the labour which the plaintiff has been at for
the purpose of producing his work, that is, in fact, merely to take away the result of another man’s
labour, or, in other words, his property.” It is enough to say that this principle has been applied
to maps, to road books, to guide books, to compilations on scientific and other subjects. This
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principle seems to be clearly applicable to the case of a selection of a poem. It was held that for
such a selection as the plaintiff had made obviously required extensive reading, careful studying
and comparison and the exercise of taste and judgment to make a selection for himself. But, if
one spares himself this trouble and adopts some other person’s selection, he offends against the
principle. The Court was of the opinion that the selection of poems made by the plaintiff and
embodied in the Golden Treasury was the subject of copyright and that the defendant’s book had
infringed that right.

30. These decisions are the authority on the proposition that the work that has been
originated from an author and is more than a mere copy of the original work, would be
sufficient to generate copyright. This approach is consistent with the ‘sweat of the brow’
standards of originality. The creation of the work which has resulted from little bit of skill,
labour and capital are sufficient for a copyright in derivative work of an author. Decisions
propounded a theory that an author deserves to have his or her efforts in producing a work,
rewarded. The work of an author need not be in an original form or novel form, but it should not
be copied from another’s work, that is, it should originate from the author. The originality
requirement in derivative work is that it should originate from the author by application of
substantial degree of skill, industry or experience. Precondition to copyright is that work must
be produced independently and not copied from another person. Where a compilation is
produced from the original work, the compilation is more than simply a re-arranged copyright
of original, which is often referred to as skill, judgment and or labour or capital. The
copyright has nothing to do with originality or literary merit. Copyrighted material is that what
is created by the author by his skill, labour and investment of capital, maybe it is derivative work.
The courts have only to evaluate whether derivative work is not the end-product of skill, labour
and capital which is trivial or negligible but substantial. The courts need not go into evaluation of
literary merit of derivative work or creativity aspect of the same.

31. Mr. P N Lekhi, learned senior counsel appearing for the respondents in C.A. No.
6472/2004 has submitted that the judgment of the court is a government work as defined under
Section 2(k)(iii) and on account of Section 17 (d), the Government in the absence of any
agreement to the contrary be the first owner of the copyright therein.

Section 52(1)(q)(iv) provides that the publication of any judgment or order of a court,
tribunal or other judicial authority, unless the reproduction of publication of such judgment or
order is prohibited, would not constitute an infringement of the copyright. Therefore, publication
of the judgments of the apex court by the respondents would not tantamount to infringement of
the copyright of the appellants. It is further urged that the judgments published in the Supreme
Court Cases is nothing but merely a derivative work based upon the judgments of the court,
which lacks originality as it does not depict independent creation even a modicum of creativity.
The inputs put by the appellants is nothing but expressing an idea which can be expressed in a
limited way and as such there cannot be a copyright. Filling the blanks or gaps by providing
names of the parties or citations of the judgments, both of which are well known and
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unchangeable parts of that idea, are not original work. These are not creative at all to warrant
copyright protection, either singly or in combination. The additions made in the reported
judgment by the editors of the Supreme Court Cases are only the well-known extensions of the
reported decision. These extensions lack even the minimal degree of author’s creativity or
originality or intellectual labour. These additions do not create additional knowledge, the
protection of which is the very basis of the copyright protection.

32. It is submitted by Ms. Pratibha M. Singh, learned counsel for the respondents in C.A.
No. 6905/2004, that in the present case, the journals of the appellants, including SCC, are printed
and published on the basis of pre-existing judgments. Journals are, therefore, a derivative work.
There is a distinction between a “law report’ as understood in England and a “law journal® as
printed in India. The appellants’ journal “SCC’ is not a law report in the strict sense, inasmuch as
the appellants’ journal reproduces the judgments of the court verbatim along with inputs.
However, a law report known in the traditional English sense is when a law reporter present in the
court would record in his own words and language the arguments of the counsel on both sides,
give a summary of the facts and incorporate into the said report his transcript of the speech of the
Judge. Thus, the appellants’ work could only be a law journal and not a law report. The
judgments were specifically made a part of the exception to copyright infringement and thus find
place in Section 52(1)(q) of the Act. The underlying purpose is that it is in public interest to place
judgments in public domain. The work for which the copyright protection is claimed is a
derivative work. For claiming protection of copyright in a derivative work, under the Indian law
originality is a pre-condition and originality means only that the work was independently created
by the author as opposed to copied from other works, and that it possesses at least some minimal
degree of creativity. There is a distinction between creation and discovery. The first person to
find a particular fact has not created the fact, he or she has merely discovered its existence.
Reporting of the judgments of the Supreme Court with certain inputs could only be said to be a
discovery of facts already in existence. Though for the purposes of creativity neither novelty nor
invention is requisite for copyright protection, but at least some minimal creativity is a must. To
create a copyright by alterations of the text, these must be extensive and substantial practically
making a new version. The English decisions relied upon by the appellants would not apply to
the facts of the present case as all the said authorities are under the old 1842 Act in U.K. wherein
the word “original’ was conspicuously missing in the statute. It is further urged that the copy-
editing inputs of the appellants are only discoveries/facts and there are limited ways/unique of
expressing the various copy-editing inputs and thus no copyright can subsist in such
limited/unique expressions. The facts which are discovered could be expressed in limited ways
and as such ways adopted cannot give copyright protection to the inputs or the judgments as a
whole. It is urged that recognizing the copyright in the copy-edited version of the law reports
would amount to giving the appellants a monopoly in the judgments of the courts which is against
the intendment of Section 52(1)(q)(iv) and would defeat the purpose of putting judgments in the
public domain. It is submitted by the learned counsel for the respondents that for a derivative
work, the originality test as applied in United States Supreme Court should be made applicable
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whereby the author of a derivative work would satisfy that the work has been produced from his
exercise of skill and judgment. The exercise of skill and judgment required to produce the work
must not be so trivial that it could be characterized a purely mechanical exercise. The work
should be independently created by the author as opposed to copied from the other works and that
it possesses at least some minimal degree of creativity. The case law relied upon by the learned
counsel for the respondents is considered hereinafter.

Minimal degree of creativity
American Cases

33. In Feist Publications Inc. v. Rural Telephone Service Co. Inc., 18 USPQ 2d. 1275,
Rural Telephone Service Co. publishes a typical telephone directory consisting of white pages
and yellow pages. The white pages list in alphabetical order the names of rural subscribers
together with their towns and telephone numbers. The yellow pages list Rural’s business
subscribers alphabetically by category and feature classified advertisements of various sizes. To
obtain white pages listings for its area-wide directory, Feist Publications Inc. approached different
telephone companies operating in North West Kansas and offered to pay for the right to use their
white pages listings. Of them, only Rural refused. =~ Unable to license Rural’s white pages
listings, Feist used them without Rural’s consent. Rural sued for copyright infringement in the
District Court taking the position that Feist, in compiling its own directory, could not use the
information contained in Rural’s white pages. Rural asserted that Feist’s employees were obliged
to travel door to door or conduct a telephone survey to discover the same information for
themselves. Feist responded that such efforts were economically impractical and, in any event,
unnecessary because the information copied was beyond the scope of copyright protection. The
United States Supreme Court held that the sine qua non of copyright is originality. To qualify
Jor copyright protection, a work must be original to the author. Original, as the term is used in
copyright, means only that the work was independently created by the author (as opposed to
copied from other works), and that it possesses at least some minimal degree of creativity. The
requisite level of creativity is extremely low; even a slight amount will suffice. The vast
majority of works make the grade quite easily, as they possess some creative spark, no matter
how crude, humble or obvious it might be. Originality does not signify novelty; a work may be
original even though it closely resembles other works so long as the similarity is fortuitous, not
the result of copying. The Court further held that no one claim originality as to the facts. This is
because facts do not owe their origin to an act of authorship. The distinction is one between
creation and discovery: the first person to find and report a particular fact has not created the fact;
he or she has merely discovered its existence. Factual compilations, on the other hand, may
possess the requisite originality. The compilation author typically chooses which facts to include,
in what order to place them, and how to arrange the collected data so that they may be used
effectively by readers. These choices as to selection and arrangement, so long as they are made
independently by the compiler and entail a minimal degree of creativity, are sufficiently original.
Thus, if the compilation author clothes facts with an original collocation of words, he or she may
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be able to claim a copyright in this written expression. The Court goes on to hold that the
primary objective of copyright is not to reward the labour of authors, but to promote the progress
of science and useful arts. To this end, copyright assures authors the right to their original
expression but encourages others to build freely upon the ideas and information conveyed by a
work. Only the compiler’s selection and arrangement may be protected; however, the raw facts
may be copied at will. The Court rejected the doctrine of the ‘sweat of the brow’ as this
doctrine had numerous flaws, the most glaring being that it extended copyright protection in a
compilation beyond selection and arrangement ‘the compiler’s original contributions’ to the facts
themselves. A subsequent compiler was not entitled to take one word of information previously
published, but rather had to independently work out the matter for himself, so as to arrive at the
same result from the same common sources of information. ‘Sweat of the brow’ courts thereby
eschewed the most fundamental axiom of copyright law that no one may copyright facts or
ideas. The ‘sweat of the brow’ doctrine flouted basic copyright principles and it creates a
monopoly in public domain materials without the necessary justification of protecting and
encouraging the creation of writings by authors.

34. The judgment in Matthew Bender & Co., Inc. v. West Publishing Co., 158 F.3d 674
(2nd Cir. 1998), is of United States Court of Appeals, Second Circuit, which directly covers the
reports of the judgments of the courts. The facts involved in the case are that the West Publishing
Co. and West Publishing Corp. (‘West’) obtain the text of judicial opinions directly from courts.
It alters these texts into (i) independently composed features, such as syllabus, head notes which
summarize the specific points of law recited in each opinion and key numbers which categorize
points of law into different legal topics and sub-topics and (ii) additions of certain factual
information to the text of the opinions, including parallel or alternative citations to cases, attorney
information, and data on subsequent procedural history. West publishes the case reports in
different series of case reporters collectively known as ‘National Reporter System’. Two series
of case reporters at issue in that case were the Supreme Court Reporter and the Federal Reporter.
HyperLaw publishes and markets CD-ROMs which are compilations of the Supreme Court and
the United States Court of Appeals that cover approximately the same ground. HyperLaw intends
to expand its CD-ROM product taking the material from the West publications. HyperLaw
intervened and sought a judgment declaring that the individual West case reports that are left after
redaction of the first category of alterations do not contain copyrightable material. It was held by
the Court that for copyright protection, the material does not require novelty or invention, but
minimal creativity is required. All of West’s alterations to judicial opinions involve the addition
and arrangement of facts, or the rearrangement of data already included in the opinions, and,
therefore, any creativity in these elements of West’s case reports lies in West’s selection and
arrangement of this information. West’s choices on selection and arrangement can reasonably be
viewed as obvious, typical and lacking even minimal creativity. Copyright protection is
unavailable for both derivative works and compilations alike unless, when analysed as a whole,
they display sufficient originality so as to amount to an original work of authorship. Originality
requires only that the author makes the selection or arrangement independently and that it
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displays some material with minimal level of creativity. While a copy of something in the public
domain will not, if it be merely a copy, support a copyright, a distinguishable variation will. To
support a copyright there must be at least some substantial variation, not merely a trivial variation
such as might occur in the translation to a different medium. Creativity in selection and
arrangement, therefore, is a function of (i) the total number of options available, (ii) external
factors that limit the viability of certain options and render others non-creative, and (iii) prior uses
that render certain selections “garden variety’.

35. In the case of Key Publications, Inc. v. Chinatown Today Publishing Enterprises, Inc.,
945 F.2d.509, Key Publication published an Annual Classified Business Directory for New York
City’s Chinese-American community. In 1990, Galore Publication published the Galore
Directory, a classified directory for the New York Chinese American community. Key brought a
suit against Galore Directory charging that Galore Directory infringed Key’s copyright in the
1989-90 Key Directory. The United States Court of Appeal held that individual components of
compilation are generally within the public domain and thus available for public. There are three
requirements for a compilation to qualify for copyright protection : (1) the collection and
assembly of pre-existing data; (2) selection, co-ordination or arrangement of the data; and (3)
the resulting work that comes into being is original, by virtue of the selection, coordination or
arrangement of the data contained in the work. For originality, the work is not required to
contain novelty. The doctrine of ‘sweat of the brow’, rewarded compilers for their efforts in
collecting facts with a de facto copyright to those facts and this doctrine would prevent, preclude
the author absolutely from saving time and effort by referring to and relying upon prior published
material. It extended copyright protection in compilation beyond selection and arrangement - the
compiler’s original contribution to the facts themselves drawn on ‘sweat of the brow’ is a
copyright protection to the facts discovered by the compiler. The court discarded ‘sweat of the
brow’ notion of copyright law.

36.In Macmillan and Company v. K. and J. Cooper, 1924 Privy Council 75, action was
brought by McMillan and Company to restrain the respondent-firm who was carrying on the trade
and business of publishers of educational books, from printing, distributing or otherwise
disposing of copies of the book published by the appellants. The ground on which the relief was
claimed was that the appellants had a copyright in the book entitled ‘Plutarch’s Life of
Alexander, Sir Thomas North’s Translation and that the respondent published subsequently a
book entitled ‘Plutarch’s Life of Alexander the Great, North’s Translation, as it had infringed the
copyright to which the appellants were entitled in the earlier compilation. The Court noted the
contents of the book of the appellants as also that of the respondent. As per the Court, the text of
the appellants’ book consisted of a number of detached passages, selected from Sir Thomas
North’s translation, words being in some instances introduced to knit the passages together so that
the text should as far as possible, present the form of an unbroken narrative. The passages so
selected were, in the original translation, by no means contiguous. Considerable printed matter in
many instances separated the one from the other. The opinion of the Privy Council was that for
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the work done by the appellants, great knowledge, sound judgment, literary skill or taste in the
inputs brought to bear upon the translation was not required, as the passages of the translation
which had been selected are reprinted in their original form, not condensed, expanded, modified
or reshaped to any extent whatever.  The Court observed that the North’s translation of
Plutarch’s Life of Alexander does not and never did, as the law stands, never can enjoy the
protection of copyright; and the questions which arise for decision must be dealt with upon that
assumption. The Court said that in all cases where the reprint with the text of it consisted merely
of a reprint of passages selected from the work of any author, would never have a copyright.
There may be cases where selecting and reprinting the passages would require the appreciation
upon what has been laid down or established in the book and labour, accurate scientific
knowledge, sound judgment, touching the purpose for which the selection is made, and literary
skill would all be needed to effect the object in view. In such a case, the copyright might well be
acquired for the print of the selected passages. The Court said that it is the product of the labour,
skill and capital of one man which must not be appropriated by another, not the elements, the raw
material, upon which the labour and skill and capital of the first have been expended. To secure
copyright for this product, it is necessary that the labour, skill and capital expended should be
sufficient to impart to the product some quality or character which the raw material did not
possess and which differentiates the product from the raw material. The Court approved the
principles enunciated in the case of University of London Press, Ltd. v. University Tutorial
Press, Ltd., [1916] 2 Ch. 601, dealing with the meaning of the words “original literary work’ that
the original does not mean expression of original or inventive thought. The Copyright Act is not
concerned with the original ideas, but with the expression of thought. The originality which is
required relates to expression of thought and the Act does not require that the expression must be
in original or novel form. The work must not be copied from another work ° that it should
originate from the author.

Compilation to be somewhat different and not mere product of labour and capital
Canadian Case

37.The Supreme Court of Canada in the matter of CCH Canadian Ltd. v. Law Society of
Upper Canada, 2004 (1) SCR 339 (Canada) has noticed the competing views on the meaning of
“original’ in copyright law wherein some courts have held that a work which has originated from
an author and is more than a mere copy of a work, is sufficient to give copyright. This approach
is held to be consistent with the “sweat of the brow’ or “industriousness’ standard of originality on
the premise that an author deserves to have his or her efforts in producing a work rewarded.
Whereas the other courts have held that a work must be creative to be original and thus protected
by the copyright Act, which approach is consistent with a natural rights theory of property law;
however, it is less absolute in that only those works that are the product of creativity will be
rewarded with copyright protection and it was suggested in those decisions that the creativity
approach to originality helps ensure that copyright protection is extended to the expression of
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ideas as opposed to the underlying ideas or facts. The Court has also noticed that those cases
which had adopted the sweat of the brow approach to originality should not be interpreted as
concluding that labour, in and of itself, would be a ground for finding of originality. The question
for consideration of the copyright has arisen on the following fact foundation. The appellant,
Law Society of Upper Canada, has maintained and operated the Great Library at Osgoode Hall in
Toronto, a reference and research library. The Great Library provides a request-based photocopy
service for Law Society members, the judiciary and other authorized researchers. Under the
custom photocopy service, legal materials are reproduced and delivered to the requesters. The
Law Society also maintains self-service photocopiers in the Great Library for use by its patrons.
The respondents, CCH Canadian Ltd., Thomson Canada Ltd. and Canada Law Book Inc. publish
law reports and other legal materials. The law book publishers commenced copyright
infringement action against the Law Society claiming ownership of copyright in 11 specific
works on the ground that the Law Society had infringed copyright when the Great Library
reproduced a copy of each of the works. The publishers further sought permanent injunction
prohibiting the Law Society from reproducing these 11 works as well as any other works that they
published. The Law Society denied liability and submitted that the copyright is not infringed
when a single copy of a reported decision, case summary, statute, regulation or a limited selection
of text from a treatise is made by the Great Library staff or one of its patrons on a self-service
photocopier for the purpose of research. The Court was called upon to decide the question as to
what shall be the originality in the work of compilation. On consideration of various cases, it was
held that to be original under the Copyright Act the work must originate from an author, not be
copied from another work, and must be the product of an author’s exercise of skill and judgment.
The exercise of skill and judgment required to produce the work must not be so trivial that it
could be characterized as a purely mechanical exercise. Creative works by definition are original
and are protected by copyright, but creativity is not required in order to render a work original.
The original work should be the product of an exercise of skill and judgment and it is a workable
yet fair standard. The sweat of the brow approach to originality is too low a standard which shifts
the balance of copyright protection too far in favour of the owner’s right, and fails to allow
copyright to protect the public’s interest in maximizing the production and dissemination of
intellectual works. On the other hand, the creativity standard of originality is too high. A
creative standard implies that something must be novel or non-obvious - concepts more properly
associated with patent law than copyright law. By way of contrast, a standard requiring the
exercise of skill and judgment in the production of a work avoids these difficulties and provides a
workable and appropriate standard for copyright protection that is consistent with the policy of
the objectives of the Copyright Act. Thus, the Canadian Supreme Court is of the view that to
claim copyright in a compilation, the author must produce a material with exercise of his skill
and judgment which may not be creativity in the sense that it is not novel or non-obvious, but
at the same time it is not the product of merely labour and capital.

38. It is the admitted position that the reports in the Supreme Court Cases (SCC) of the
judgments of the Supreme Court is a derivative work in public domain. By virtue of Section
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52(1) of the Act, it is expressly provided that certain acts enumerated therein shall not constitute
an infringement of copyright. Sub-clause (iv) of clause (q) of Section 52(1) excludes the
reproduction or publication of any judgment or order of a Court, Tribunal or other judicial
authority, unless the reproduction or publication of such judgment or order is prohibited by the
Court, the Tribunal or other judicial authority from copyright. The judicial pronouncements of
the Apex Court would be in the public domain and its reproduction or publication would not
infringe the copyright. That being the position, the copy-edited judgments would not satisfy the
copyright merely by establishing amount of skill, labour and capital put in the inputs of the copy-
edited judgments and the original or innovative thoughts for the creativity are completely
excluded. Accordingly, original or innovative thoughts are necessary to establish copyright in the
author’s work. The principle where there is common source the person relying on it must prove
that he actually went to the common source from where he borrowed the material, employing his
own skill, labour and brain and he did not copy, would not apply to the judgments of the courts
because there is no copyright in the judgments of the court, unless so made by the court itself. To
secure a copyright for the judgments delivered by the court, it is necessary that the labour, skill
and capital invested should be sufficient to communicate or impart to the judgment printed in
SCC some quality or character which the original judgment does not possess and which
differentiates the original judgment from the printed one. The Copyright Act is not concerned
with the original idea but with the expression of thought. Copyright has nothing to do with
originality or literary merit. Copyrighted material is that what is created by the author by his
own skill, labour and investment of capital, maybe it is a derivative work which gives a flavour
of creativity. The copyright work which comes into being should be original in the sense that
by virtue of selection, co-ordination or arrangement of pre-existing data contained in the work,
a work somewhat different in character is produced by the author. On the face of the
provisions of the Indian Copyright Act, 1957, we think that the principle laid down by the
Canadian Court would be applicable in copyright of the judgments of the Apex Court. We
make it clear that the decision of ours would be confined to the judgments of the courts which are
in the public domain as by virtue of Section 52 of the Act there is no copyright in the original text
of the judgments. To claim copyright in a compilation, the author must produce the material
with exercise of his skill and judgment which may not be creativity in the sense that it is novel
or non-obvious, but at the same time it is not a product of merely labour and capital. The
derivative work produced by the author must have some distinguishable features and flavour to
raw text of the judgments delivered by the court. The trivial variation or inputs put in the
Jjudgment would not satisfy the test of copyright of an author.

39. On this touchstone, we shall take into consideration the inputs put by the appellants in
their journal "SCC’. The appellants have added in the copy-edited version the cross-citations to
the citation(s) already given in the original text; added names of cases and cross-citations where
only the citation of the case is given; added citation and cross-citations where only name of the
case is given; inserted citation in case history where only the title and year of the
impugned/earlier order is given; presented in their own style the cases when they are cited
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repeated in the judgment; provided precise references to the quoted matter in the judgment by
giving exact page and paragraph number as in the original case source/treatise/reference material;
added margin headings to quoted extracts from statutes/rules, etc., when they are missing from
the original text of the judgment; added the number of the Section/Rule/Article/paragraph to the
extract quoted in the original text; added the names of Judges on whose behalf opinion given by
giving expressions such as ‘for himself and Pathak, C.J.” etc.; done verification of first word of
the quoted extract and supplied emphasis on such verification; added ellipsis “..” to indicate
breaks in quoted extract; provided and supplied the matter inadvertently missed in quoted extracts
in the original text of the judgment; completed/corrected the incomplete/incorrect case names or
citations; renumbered correctly the clauses/sub-clauses in terms of the questions framed which
were numbered in terms of answers to questions framed by learned Judge; changed the text as per
corrigenda issued, which has been issued upon SCC Editor’s request and suggestions; done
compressing/simplification of information relating to the case history; followed certain norms at
SCC for giving case names; omitted the words like ‘Section’, ‘Sec.’, ‘Rule’, etc. and given only
the number of the Section/rule at the beginning of the quoted extract; made margin heading and
the first clause/sub-section or initial matter of section/rule etc. to run-on instead of being let to
start from a fresh line; done compressing of unquoted referends and use of *** for parts;
replaced the series of dots in the raw text with ellipsis; removed abbreviations such as sec., R., cl.
and substituted them with full word, i.e. Section, Rule, clause; added hyphenation after the
section/rule numbers which have alphabets suffixed to them; applied indentation of quoted
extracts; removed full stops or word ‘No.” ; and given full forms of abbreviations to enhance
readability and clarity. In addition to the above, capitalization and italicization is also made
wherever necessary in the raw text; and punctuation, articles, spellings and compound words are
also checked and corrected, if required, in the original text.

40. The aforesaid inputs put by the appellants in the judgments would have had a copyright
had we accepted the principle that anyone who by his or her own skill and labour creates an
original work of whatever character, shall enjoy an exclusive right to copy that work and no
one else would be permitted to reap the crop what the copyright owner had sown. No doubt
the appellants have collected the material and improved the readability of the judgment by putting
inputs in the original text of the judgment by considerable labour and arranged it in their own
style, but that does not give the flavour of minimum requirement of creativity. The exercise of
the skill and judgment required to produce the work is trivial and is on account of the labour and
the capital invested and could be characterized as purely a work which has been brought about by
putting some amount of labour by the appellants. Although for establishing a copyright, the
creativity standard applies is not that something must be novel or non-obvious, but some amount
of creativity in the work to claim a copyright is required. It does require a minimal degree of
creativity. Arrangement of the facts or data or the case law is already included in the judgment of
the court. Therefore, creativity of SCC would only be addition of certain facts or material already
published, case law published in another law report and its own arrangement and presentation of
the judgment of the court in its own style to make it more user- friendly. The selection and
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arrangement can be viewed as typical and at best result of the labour, skill and investment of
capital lacking even minimal creativity. It does not as a whole display sufficient originality so as
to amount to an original work of the author. To support copyright, there must be some substantive
variation and not merely a trivial variation, not the variation of the type where limited
ways/unique of expression available and an author selects one of them which can be said to be a
garden variety. Novelty or invention or innovative idea is not the requirement for protection
of copyright but it does require minimal degree of creativity. In our view, the aforesaid
inputs put by the appellants in the copy-edited judgments do not touch the standard of
creativity required for the copyright.

41. However, the inputs put in the original text by the appellants in (i) segregating the
existing paragraphs in the original text by breaking them into separate paragraphs; (ii) adding
internal paragraph numbering within a judgment after providing uniform paragraph numbering to
the multiple judgments; and (iii) indicating in the judgment the Judges who have dissented or
concurred by introducing the phrases like ‘concurring’, “partly concurring’, “partly dissenting’,
“dissenting’, “supplementing’, “majority expressing no opinion’, etc., have to be viewed in a
different light. The task of paragraph numbering and internal referencing requires skill and
judgment in great measure. The editor who inserts para numbering must know how legal
argumentation and legal discourse is conducted and how a judgment of a court of law must read.
Often legal arguments or conclusions are either clubbed into one paragraph in the original
judgment or parts of the same argument are given in separate paragraphs. It requires judgment
and the capacity for discernment for determining whether to carve out a separate paragraph from
an existing paragraph in the original judgment or to club together separate paragraphs in the
original judgment of the court. Setting of paragraphs by the appellants of their own in the
judgment entailed the exercise of the brain work, reading and understanding of subject of
disputes, different issues involved, statutory provisions applicable and interpretation of the same
and then dividing them in different paragraphs so that chain of thoughts and process of statement
of facts and the application of law relevant to the topic discussed is not disturbed, would require
full understanding of the entire subject of the judgment. Making paragraphs in a judgment could
not be called a mechanical process. It requires careful consideration, discernment and choice and
thus it can be called as a work of an author. Creation of paragraphs would obviously require
extensive reading, careful study of subject and the exercise of judgment to make paragraph which
has dealt with particular aspect of the case, and separating intermixing of a different subject.
Creation of paragraphs by separating them from the passage would require knowledge, sound
judgment and legal skill. In our opinion, this exercise and creation thereof has a flavour of
minimum amount of creativity. The said principle would also apply when the editor has put an
input whereby different Judges’ opinion has been shown to have been dissenting or partly
dissenting or concurring, etc. It also requires reading of the whole judgment and understanding
the questions involved and thereafter finding out whether the Judges have disagreed or have the
dissenting opinion or they are partially disagreeing and partially agreeing to the view on a
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particular law point or even on facts. In these inputs put in by the appellants in the judgments
reported in SCC, the appellants have a copyright and nobody is permitted to utilize the same.

42. For the reasons stated in the aforesaid discussion, the appeals are partly allowed. The
High Court has already granted interim relief to the plaintiff-appellants by directing that though
the respondent-defendants shall be entitled to sell their CD-ROMS with the text of the judgments
of the Supreme Court along with their own head notes, editorial notes, if any, they should not in
any way copy the head notes of the plaintiff-appellants; and that the defendant-respondents shall
also not copy the footnotes and editorial notes appearing in the journal of the plaintiff-appellants.
It is further directed by us that the defendant-respondents shall not use the paragraphs made by
the appellants in their copy-edited version for internal references and their editor’s judgment
regarding the opinions expressed by the Judges by using phrases like “concurring’, “partly
dissenting’, etc. on the basis of reported judgments in SCC. The judgment of the High Court is
modified to the extent that in addition to the interim relief already granted by the High Court, we
have granted the above-mentioned additional relief to the appellants.

43.In view of the decision rendered by us in the civil appeals, we do not think it necessary to
pass any order on the contempt petition. The contempt petition stands disposed of accordingly.

44.There shall be no order as to costs.

k ok ok ok sk
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Urmi Juvekar Chiang v. Global Broadcast News Limited
2008 (36) PTC 377 (Bom)

A.M. KHANWILKAR, J. - 3. The Plaintiff claims to be a reputed script-writer having scripted
various films and various television serials. She also claims to have authored and/or directed and/or
produced various documentary films. In substance, the grievance of the Plaintiff against the
Defendants, on the basis of which, interim relief is claimed against them is on two grounds

(a) Breach of Confidentiality by the Defendants.

(b) Infringement of copyright of the Plaintiff.

Both these causes are in relation to reproduction and adaptation in the format of the proposed
television programme created by the Plaintiff titled "Work in Progress", by the Defendants by making
the television programme by title "Summer Showdown" and proposing to broadcast the same on the
CNN-IBN television news channel.

4. Some of the facts common to both these grounds as asserted in the Plaint are that, in or about
November 2005, the Plaintiff conceived an idea of a reality television programme, which would
follow citizens from different parts of the Country as they took the initiative and set out to solve a
civic problem of their choice in their locality. The Plaintiff asserts that the programme would follow
the chosen protagonists through the quagmire of bureaucracy and conflicting interests and destructive
attitudes as they tried to solve a civic problem of their choice. That the programme would highlight
the fight of the protagonists on many fronts and in the end, even if the protagonists failed to solve the
problem, the programme would highlight that the protagonists had tried to solve the civic problem.
The Plaintiff transformed her idea into a concept and prepared a detailed concept note containing
the concept, the form, the treatment, the problems, etc. (Exhibit A to the Plaint). The said concept
note prepared by the Plaintiff of the television programme titled Work in Progress was registered with
the Film Writers Association, Mumbai on 9th November 2005. The Plaintiff asserts that the concept
note is a literary work within the meaning of Section 2(0) of the Copyright Act, 1957; and that the
Plaintiff has the exclusive right to reproduce the said literary work and to make a television
programme based on the same in terms of Section 14(a) of the Act. Insofar as the interaction with the
Defendants, it is stated that in or about March 2006, the Plaintiff first approached Ms. Rasika Tyagi of
the Defendants and on 10th March 2006 sent an e-mail thanking Ms. Rasika Tyagi for agreeing to
look at the Plaintiffs concept. In the said communication, Plaintiff has recorded that the proposed
programme was a news-based television show titled Work in Progress. In response to this
communication, Ms. Rasika Tyagi vide her e-mail dated 21st March 2006 replied to the Plaintiff that
she has gone through the concept and the same sounds interesting. She further informed the Plaintiff
to make it convenient to meet her whenever she is in Delhi to discuss the concept further. On the basis
of this representation, the Plaintiff contacted one Mr. Arjun Gaurisaria, the Managing Director of
Black Magic Movies Private Limited, who agreed to act as a producer of the television programme
titled Work in Progress. Besides, the Plaintiff visited Ms. Rasika Tyagi of the Defendants and had a
detailed discussion with her and also made a detailed presentation of her concept as further developed
and also the production plan.
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The Plaintiff asserts that the further developed concept notes and the production plan (Exhibit D)
were also her "literary work". The same were discussed threadbare with the Defendants, but the
Plaintiff was informed that the budget proposed by her for the proposed television programme was on
the higher side.

.... | some correspondence was exchanged among Mr. Arjun Gaurisaria, Ms. Rasika Tyagi,
Ramachandran Srinivasan, the Executive Producer and Mr. Rajdeep Sardesai, Editor-in-chief of the
Defendants. The details of mails about one page deleted]

Thereafter, Arjun Gaurisaria sent another e-mail on 14th April 2007, both to Rajdeep Sardesai and
Rasika Tyagi of the Defendants pointedly asking them whether they were interested in taking the
programme Work in Progress. Plaintiff asserts that instead of receiving any response from the
Defendants, the Plaintiff was shocked to see promotion of a programme titled "Summer Showdown"
on the CNN-IBN Television Channel, which attempts to showcase five families across five cities,
trying to find solutions to civic woes that come with Summer. This came to the knowledge of the
Plaintiff on 19th May 2007, although the said programme titled "Summer Showdown" was already
being aired from 14th May 2007. To know about more details of the said programme, the Plaintiff
visited the website of the Defendants and viewed the promotional videos promoting the television
programme "Summer Showdown" that were available on the website "ibnlive.com" of the Defendants.

5. It is stated that the Defendants television programme "Summer Showdown" also follows
citizens from different parts of the country as they take the initiative and set out to solve a civic
problem of their choice in their locality. It is further stated in Para 15 of the Plaint that the videos
suggest that the television programme "Summer Showdown" follows the chosen protagonists through
the quagmire of bureaucracy and conflicting interests and destructive attitudes as they try to solve a
civic problem of their choice. It is further stated that the videos suggest that the television programme
"Summer Showdown" also highlights the fight of the protagonists on many fronts. In Para 16 of the
Plaint, it is then stated that on comparison of the Plaintiffs developed concept note of the television
programme "Work in Progress" with the Defendants television programme "Summer Showdown",
clearly indicates that the Defendants have copied the television programme of the Plaintiff in all
material aspects. It is also asserted that the changes made by the Defendants such as having five
families as protagonists instead of four individual protagonists, is a cosmetic change. Further, the
basic idea and the format of the Plaintiffs television programme have been slavishly and flagrantly
copied and/or reproduced by the Defendants. The Plaintiff asserts that this has been done with
dishonest and fraudulent intention and that the Plaintiff had not granted any licence to the Defendants
to make any television programme using her concept note. This clearly amounts to infringement of
copyright of the Plaintiff in the literary work being the concept note of the television programme
Work in Progress within the meaning of Section 51 of the Act.

6. The Plaintiff then asserts that in spite of the exclusive right of the Plaintiff in her literary work
being the concept note (original and developed) and production plan of the television programme
"Work in Progress", which was disclosed in confidence to the Defendants, who thereupon used it to
develop it for their own commercial exploitation, de hors the Plaintiff, being the originator of the
concept. It is stated that when the Plaintiff had submitted her concept note of the production plan to
the Defendants, it was done with specific understanding that the Defendants would either accept or
reject it. Instead, the Defendants by using the information imparted to them in strict confidence by the
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Plaintiff, breached the confidence reposed by her in them, by misappropriating the concept of the
Plaintiffs television programme and by announcing the launch of the television programme on similar
lines, which has resulted in inflicting huge loss and damage to the Plaintiffs television programme by
luring away the potential sponsors. In substance, the Plaintiff asserts that the concept notes and the
production plan of the television programme "Work in Progress" was information of the type that
could be treated as confidential and could not have been used by the Defendants without the Plaintiffs
licence.

Breach of Confidence

7. Having considered the rival submissions and the pleadings and documents on record, I shall
consider the points in issue in the context of the rival submissions and pleadings hereinafter. The
principles relating to the action of breach of confidence have been subject matter of catena of
decisions. The Division Bench of our High Court in the case of Zee Telefilms Ltd. and Anr. v.
Sundial Communication Pvt. Ltd. and Ors. , 2003(27) PTC 457 (Bom) (DB) on analysing the
decisions on the subject has expounded that the law of breach of confidence is different from law of
copyright. The law of breach of confidence is of breach of trust or confidence-"is a broader right" than
proprietary right of copyright. In para 10 of this decision, the Court went on to observe as follows:

10. The law of confidence is different from law of copyright. In paragraph 21.2 (page 721), the
learned author has pointed out that right to restrain publication of work upon the grounds, that to do so
would be breach of trust or confidence, is a broader right than proprietary right of copyright. There
can be no copyright of ideas or information and it is not infringement of copyright to adopt or
appropriate ideas of another or to publish information received from another, provided there is no
substantial copying of the form in which those ideas have, or that information has, been previously
embodies. But if the ideas or information have been acquired by a person under such circumstances
that it would be a breach of good faith to publish them and he has no just case or excuses for doing so,
the Court may grant injunction against him. The distinction between the copyright and confidence
may be of considerable importance with regard to unpublished manuscripts/works submitted, and not
accepted, for publication or use. Whereas copyright protects material that has been reduced to
permanent form, the general law of confidence may protect either written or oral confidential
communication. Copyright is good against the world generally while confidence operates against
those who receive information or ideas in confidence. Copyright has a fixed statutory time limit which
does not apply to confidential information, though in practice application of confidence usually ceases
when the information or ideas becomes public knowledge. Further the obligation of confidence rests
not only on the original recipient, but also on any person who received the information with
knowledge acquired at the time or subsequently that it was originally given in confidence.

8. The principles on which the action of breach of confidence can succeed, have been culled out
as

(i) he (Plaintiff) had to identify clearly what was the information he was relying on;

(i1) he (Plaintiff) had to show that it was handed over in the circumstances of confidence;

(ii1) he (Plaintiff) had to show that it was information of the type which could be treated as
confidential; and
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(iv) he (Plaintiff) had to show that it was used without licence or there was threat to use it. The
Division Bench in Para 13 of the same decision has culled out the above said principles relying on the
decision in the case of CMI Centers for Medical Innovation GMBH and Anr. v. Phytopharm PLC
reported in 1999 Fleet Street Reports 235. It is further noted that at interlocutory stage, the Plaintiff
does not have to prove (iii) and (iv) referred to above, as he will at the trial. But the Plaintiff must
address them and show that he has at least seriously arguable case in relation to each of them.

9. There can be no doubt that the Plaintiff in this case would be entitled for grant of ad-interim
relief, if the Plaintiff were to make good the abovesaid requirements in relation to the action of breach
of confidence. As is mentioned earlier, the cause set out in the Plaint is founded on two grounds.
Firstly, on the breach of confidentiality and secondly, on infringement of copyright of the Plaintiff.
The distinction between the two actions has been expounded by the Division Bench of this Court in
Para 10 in the case of Zee Telefilms (supra) reproduced above. To put it differently, even if the
Plaintiff were to make out arguable case in relation to the claim of breach of confidentiality, she may
succeed in getting the interim relief. For that, we will have to bear in mind four principles referred to
earlier. As observed by the Division Bench, at the interlocutory stage, the Plaintiff will not be required
to prove (iii) and (iv) as she will at the trial. But it will be sufficient if she is able to address them and
show that at least seriously arguable case in relation to each of them exist. Indubitably, this principle
will have to be borne in mind more so for considering the prayer for grant of "ad-interim relief" during
the pendency of the Motion for interim relief.

10. The first aspect is to ascertain whether the Plaintiff has identified clearly what was the
information she was relying on. Going by the averments in the Plaint, there can be no doubt as to the
nature of information in relation to which breach of confidentiality is alleged. The Plaintiff has made it
clear more than once that she was alleging breach of confidentiality in relation to "her concept" and
the "concept note" regarding programme titled "Work in Progress", which was originally conceived
and articulated by her in the initial concept note and also the further developed concept notes and the
production plan thereof. Indeed, the issue of civic woes may be in public domain, but the concept
developed by the Plaintiff for a reality show on the subject of the programme "Work in Progress" is a
novel one. Besides, going by the averments in the Plaint and the contemporaneous record, there is no
doubt that the Plaintiff passed on information regarding "her concept" and the format of the
programme in "concept notes" to the Defendants in confidence. The case made out in the Plaint in this
behalf is substantiated by contemporaneous record such as the communication exchanged in this
behalf between the parties. The Plaintiff was interacting with the Defendants with clear assumption
that they would either accept or reject the proposed programme or work of the Plaintiff titled "Work in
Progress". In no case, the Defendants would use the said information themselves or allow the same to
be used without the licence of the Plaintiff.

11. The next question is: whether the Plaintiff has shown that the subject information was of such
type which could be treated as confidential? Even on this issue, there should be no difficulty in
accepting the claim of the Plaintiff. Indeed, the Defendants would contend that no confidentiality can
be claimed in relation to matters in public domain. For, the issue of civic woes was in public domain
and no confidentiality can be claimed in respect of the idea to solve the same. Moreover, the breach of
confidentiality can be invoked only if it is a case of use of a script, characterisation, sequences,
dialogues. The argument though attractive, clearly overlooks the principle expounded by the Division
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Bench of our High Court in the case of Zee Telefilms (supra). In the first place, the Plaintiff is not
claiming confidentiality in relation to the issue of civic woes as such, but the claim in confidentiality
is in relation to "her concept -of the programme" and the manner of spreading awareness of the civic
problems. The Plaintiff is claiming confidentiality also in relation to her "concept notes and
production plan" pertaining to programme "Work in Progress". For the purpose of action in breach of
confidentiality, it is well established position that a party can claim confidentiality even in relation to a
"concept or idea", unlike in a claim or action in infringement of copyright - if the Plaintiff were to
satisfy the specified parameters to succeed in such action. In Para 16 of the decision, the Division
Bench went on to advert to the exposition in the case of Fraser v. Thames Television Ltd. reported in
1983(2) AILE.R.

101. In that case, breach of confidence was claimed in relation to an idea of a television series
and which idea was "disclosed orally" and in confidence to the Defendants. The Defendants used
that idea to create television series with other actresses. The Court held that the Court would
prevent person who had received idea expressed "in oral" or written form from disclosing it for an
unlimited period or until that idea becomes general public knowledge. In the present case, the
grievance of the Plaintiff is not confined to exploitation of her concept or idea of staging a
television reality show to highlight the woes of a common man in respect of civic problem, but
also in relation to the format, the treatment, the problems and the production plan articulated by
the Plaintiff in the original concept note and further developed concept notes and production plan
for the programme "Work in Progress". All these matters were undoubtedly of the type which
ought to be treated as confidential. The fact that such information was received by the Defendants
is not in dispute. It is also evident that the Plaintiff has not given licence to the Defendants to use
the said information in any manner. It is also not possible to assume or infer that the said concept
and the production plan of programme "Work in Progress" had become a general public
knowledge. Even in a case where there is threat to use such information passed on in confidence,
the Plaintiff would be entitled for protection. The Plaintiff would surely be entitled to protection
even where the same (information) in fact has been used wholly or in part, with a threat of
continued user thereof but also in case of threat to use it in posterity by the person to whom such
information is given.

12. Incidentally, it is not the case of the Defendants that the information made available to them
by the Plaintiff was not handed over in the circumstances of confidence as such. No such plea can be
countenanced in the fact situation of the present case. The argument of the Defendants that the
Plaintiff cannot succeed unless they were to assert and prove that the concept note was handed over by
the Plaintiff to Defendant No.l with any express or implied term for the confidentiality of the
Agreement. This argument will have to be stated to be rejected in the fact situation of the present case.
In my opinion, from the materials on record, the Plaintiff has succeeded in making good all the four
criteria for considering grant of ad-interim relief in relation to the action of breach of confidentiality.
The Plaintiff has also relied on another decision which has bearing on the issue relating to action of
breach of confidentiality. That decision is, in the case of Anil Gupta and Anr. v. Kunal Das Gupta &
Ors. of the Delhi High Court reported in 2002 (97) Delhi Law Times 257. In fact, Paragraphs 27 and
29 of this decision have been extracted with approval in the Judgment of Zee Telefilms (supra) of the
Division Bench of our High Court with approval. In Anil Gupta case (supra), the Court has adverted to
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the decision in Talbot v. General Television Corporation Pvt. Ltd. reported in 1981 R.P.C.1, and then
went on to observe that the Law of Trade Secrets by Robert Dean take into consideration that the word
novel is sometimes used simply to mean previously unknown but its more common meaning is that of
inventiveness, or that of the information is unique, akin to "manner of manufacture". It has further
observed that whether it is described as originality or novelty or ingenuity or otherwise, there must be
some product of the human brain which suffices to confer a confidential nature upon the information.
The Court then referred to the exposition in the case of Fraser v. Thames Television (supra), which
reads thus:

Clearly a claim that the disclosure of some information would be a breach of confidence is not to
be defeated simply by proving that there are other people in the world who know the facts in question
besides the man as to whom it is said that his disclosure would be a breach of confidence and those to
whom he has disclosed them.

The Court then extracted the dictum in the case of Terrapin v. Builder Supply Company, which
postulates that the essence of law on breach of confidentiality is that whatever the origin of it may be,
is that a person who has obtained information in confidence is not allowed to use it as a spring-board
for activities detrimental to the person who made the confidential communication, and spring-board it
remains even when all the features have been published or can be ascertained by actual inspection by
any member of the public. The Court also went on to observe in Para 39 that if such confidential
information is going to be used in competition with the Plaintiff, it is not merely a matter of
compensation in terms of money. It is useful to reproduce Para 27 of the decision which reads thus:

27. In the modern day, when the small screen has taken over the earlier means of mass
communication like radio, idea/concept/script of a broadcaster has wider potentiality of
capitalising revenue and if that idea/concept or script is not protected then in a given case, a
person who has conceived an idea to be translated into the reality TV show which could be key to
its success with audience then channels with their enormous resources could always be in a better
position to take the idea/theme/concept from any author and then develop at their own end and the
original author of the concept will be left high and dry. In appropriate cases interlocutory
injunction may be issued restraining such breach of confidentiality of the theme, concept or
scripts otherwise it would be catastrophic for the television industry. One has to bear in mind that
persons who create an idea/concept or theme which is original, laws must ensure that such like
people are rewarded for their labour. A concept for reality show on television was given to the
company, which in this case is the defendants. Creator provides raw material to the entertainment
industry, themes or concepts originates from the person who has conceived the same, protection is
vital for the functioning of the industry. Otherwise authors of the ideas who are individuals, their
ideas can be taken by the broadcasting companies or channels owning companies and the persons
who has conceived the same, would be robbed of its labour....

Copyright Infringement

14. That takes me to the second ground on which the Plaintiff is claiming order of injunction
against the Defendants. It is the case of the Plaintiff that the Defendants by their act of commission
and omission have infringed the copyright of the Plaintiff relating to her television programme "Work
in Progress". Going by the pleadings, it is not possible to accept the argument of the Defendants that
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the Plaintiff was claiming infringement of copyright in relation to the abstract concept or idea of the
programme as such. However, on fair reading of the Plaint as a whole, it is seen that the grievance of
the Plaintiff is of infringement of copyright in relation to the original concept note articulated by her
and the further developed concept note and the production plan of the stated programme. Those were
the literary work of the Plaintiff in relation to the television programme "Work in Progress". It is seen
that the concept of Plaintiff in relation to television programme titled "Work in Progress" has been
registered with the Film Writers Association, Mumbai as back as on 9th November 2005. The Plaintiff
made over said concept note to the Defendants. In fact, it cannot be disputed that the Plaintiff made
over further developed concept note of the said programme and the production plan detailing the
format, the treatment, the problems, etc. to the Defendants in or about March-April 2006. In such a
situation, the question that will arise for consideration is: whether the Defendants have copied or
reproduced the said work in any material form to make any film in respect of that work (Plaintiffs
work) or have done adaptation thereof? The concept notes as well as the further developed concept
note and the production plan, it cannot be disputed, can be described as literary work of the Plaintiff in
relation to which there was existing copyright in her favour. Reproduction or adaptation of that work
in any material form or any substantial part thereof by the Defendants would clearly attract the action
of infringement of copyright. For considering such claim, it is well established that the Court will not
enter into hypercritical and meticulous scrutiny but go by the broad observations and impressions of
an average viewer. The Court will have to ascertain whether there has been reproduction, copy or
adaptation of the work of the Plaintiff or any substantial part thereof. For that, the striking similarities
in the two works will have to be examined. According to the Defendants, the programme aired by the
Defendants tilted as "Summer Showdown" is in no way comparable to the work of the Plaintiff. There
are marked dissimilarities in both the works. Those dissimilarities articulated in the reply affidavit
filed before this Court reads thus:

S.No.

Summer Showdown:

Work in progress:

1 Families facing essentially summer related problems are featured.

The concept note visualizes individuals having faced a civic problem and taking initiative to

resolve it.

2. The families do not necessarily have a solution to their problem.

The individuals should already have a proposed solution.

3. The selection of the families was done on the basis of already existing contacts of reporters and

through research. The families need not meet any criteria, except for facing a civic problem. The

families were put through a simple screening test before being selected.

The selection of individuals is on the basis of whether the individual has sufficient initiative to

resolve a civil issue and whether he already has a reasonable plan for resolving the issue.

4. The civic problem is required to be brought to the attention of the concerned civic authority.

The individual need not necessarily approach the civic authority for resolution of his problems.

He or she may resolve the problem by approaching local resident's welfare association, industrial

house, etc.
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5. The civic authority's responsiveness plays a crucial role in this show and is continuously being

monitored.

The civic authority is presumed to be an antagonist to the initiative of the individual. The

individual's actions and reactions to various antagonistic agents is crucial to the show.

6. Reaction of civic authority has not been dramatized in its series. We are doing it in reality and

will see the reaction of the authority. Not presume them as antagonistic and find its own solution,

like 'Work in Progress' will do. So, the claim of alleged literary work of the Plaintiff being copied
has not been made out.

The text of the Plaintiff's concept note very clearly lays down the script of what will happen in an

ANTAGONIST -PROTAGONIST fashion. This already predicts, in writing, the reaction of the

civic authority and people with conflicting interests as being antagonistic.

7. Aired 5 days in a week. 2-3 minutes story on one family from one city on one day of the week.

Conceived to be aired once a week - 60 minutes episode (Week that was)

8. Each day assigned to a different city.

Each episode features the four individuals

9. Macro level problems of the kind that plague the entire city. Addressing broader infrastructural

issues. One family facing a civic problem and approaching the concerned civic authority for

resolution of the problem. Thus, the solution is likely to affect the city at that macro level. Perhaps
even at the level of the whole city. EG: power, flooding, sound pollution, etc.

Micro-level problems and tackle them not only with authorities but also with other citizens, local

associations, etc. EG: not having a zebra-crossing at the main-road, stray dogs. So, the specific

solution being proposed is at the level of that locality for that particular problem.

10. No screening of participants for intention/sincerity.

Screening of participants for intention/sincerity.

11. The 'Summer Showdown' show just brings to light a real incident with minimum interference

by the channel. CNN-IBN is trying to show how easy or hard it is in this day and age to get your

problem resolved through a civic body. No coverage of the families' emotions, no interviews of
their friends and family members to find out what they are going through.

The concept note visualizes a show being high on building drama and tension, continuously

assessing the trials and tribulations of the individual as well as the antagonistic agents.

12. If unsuccessful, the concerned civic authority' head is proposed to be brought to task. No

chance to keep working at it and come back later on the show.

Even if unsuccessful, no concept of having lost. Each individual is to be appreciated on the basis

of the efforts made. There is no spirit of competition, and no comparison, conscious or

unconscious, proposed to be made between the participants. It is a collective loss or a collective
victory.

15. On the other hand, the Plaintiff has asserted in the Plaint to which reference has already been
made in the earlier part of this Order that the Defendants television programme "Summer Showdown"
also follows citizens from different parts of the country as they take the initiative and set out to solve
the civic problems of their choice in their locality. Besides, the programme of the Defendants even
follows the chosen protagonists through the quagmire of bureaucracy and conflicting interests and
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destructive attitudes as they try to solve civic problem of their choice. Similarly, the programme of the
Defendants also highlights fight of the protagonists on many fronts. According to the Plaintiff, on
comparison of the developed concept note of the television programme "Work in Progress" with the
Defendants television programme "Summer Showdown", it definitely shows that Defendants have
copied the programme of the Plaintiff in all material aspects. The changes brought about in the
programme of the Defendants are only cosmetic ones. The Plaintiff asserts that the television
programme of the Defendants has slavishly and flagrantly copied and/or reproduced the Plaintiffs
work without licence of the Plaintiff and that conduct of the Defendants was clearly dishonest and
fraudulent. In the Exhibit appended to the rejoinder affidavit filed before this Court, the Plaintiff has
articulated the striking similarities in the two works in following terms:

S.No.

Work in Progress:

Summer Showdown:

1. The program is not news.

The program is not news.

2. It is a pre-recorded program where there may be off the screen interference. The show is

therefore not live either.

It is a pre-recorded program where there may be off the screen interference. The show is therefore

not live either.

3. Participants are screened as set out in the concept note.

Participants are screened (However, the details of such screening are deliberately not disclosed by

the defendants)

4. Concept: A reality show in which across the country in four cities one individual each try to

solve a civic problem of their choice. This effort is captured on camera. A reality show. The

emphasis on participating in the civic process.

Concept: CNN IBN showcases in a reality show five families (instead of four individuals) across

five cities who have resolved to solve a civic problem of their choice.

5. The individuals interact with civic authorities

The families interact with civic authorities as well

whils